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the study of this branch of the law. 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re- 
lating to the subject. 

Thus the publication embraces the entire body of current law 
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by courts and legislative bodies from year to year. It includes 
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pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 
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UN!ITED STATES CIRCUIT COURT OF APPEALS 


YALE & Towne Mec. Co. v. Forp 


+4 


Third Circuit, February 15, 101 


MarkK—RiGHT To Use NAME OF PATENTED ARTICLI 
\fter the expiration of a patent, any manufacturer has the right, 
‘onnection with the manufacture of the article patented, to use the 
name by which the article has been designated during the life of the 
patent although the name was an arbitrarily selected one; but the 
later manufacturer must so differentiate his product from that of the 
earlier one as to obviate any deception of the public 


Appeal from decree of the United States district court, 
eastern district of Pennsylvania, in favor of defendant. Affirmed. 


For opinion of court below, see Reporter, Vol. 2, p. 317. 

Archibald Cox and Louis H. Porter, both of New York City, 
for appellant. 

Augustus B. Stoughton, of Philadelphia, Pa., for appellee. 

Before Gray and BuFFINGTON, Circuit Judges, and RELL- 
staB, District Judge. 


BuFFINGTON, Circuit Judge.—In the court below, the Yale 
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& Towne Manufacturing Company, a corporate citizen of Con- 
necticut, filed a bill against Frank J. Ford and another, citizens 
of Pennsylvania, to restrain them from an alleged unlawful use 
of plaintiff's trade-name “Triplex,” as applied to spur-geared 
hoisting blocks and from unfair competition. After final hear- 
ing the court filed an opinion as follows: 


“T can not distinguish this case from Singer Mfg. Co. v. June Mfg. 
Co., 163 U. S., 169, and similar decisions. The ‘Triplex’ block was pat- 
ented in 1889, but, as the patent has now expired, the defendant had a 
lawful right to make the article. Moreover, as the word ‘Triplex’ is not a 
descriptive but an arbitrary work, and is undoubtedly associated in the 
public mind with the patented article, the defendant had the right to use 
the word on the expiration of the patent, provided he took the proper care 
to prevent his own goods from being confused with the goods of the 
original manufacturer. This he has taken: he uses the word ‘Tribloc’ 
instead of ‘Triplex,’ and (what is probably more important) he adds 
his own name as the name of the maker, and also the place of manufac- 
ture. On the authority of the cases referred to, the bill must be dismissed 
with costs.” 


From a decree dismissing the bill, the plaintiff took the 
present appeal. After argument and full consideration, we think 
this brief opinion accurately summarizes and correctly decides 
the case. The plaintiff a number of years ago began manufactur- 
ing a hoisting block in which the spur gears of the block wheel 
engaged the links of a pull chain. The testimony of the plaintiff's 
president was that plaintiff commenced the manufacture of chain 
blocks— 


“by the obtaining of an exclusive license for the United States under the 
patents of Thomas A. Weston, covering the differential pulley block. A 
little later we took over the business of three or four other manufacturers 
who had been infringing the Weston patents, included among whose lines 
was a spur-geared type of differential pulley block. The business grew 
from year to year, and was combined later with the manufacture of 
cranes in which we did a large business for some time. We then dis- 
cussed with Mr. Weston the desirability of a chain block having higher 
mechanical efficiency than the differential block, with the result that he 
took up the study of this question, developed successive ideas and de- 
signs, which we tested experimentally, this work covering upwards of 
three years. The final result was the development of the block which is 
in issue in this suit, which we put upon the market in 1890. * * * Dur- 
ing the three years or more of experimentation preceding the placing of 
the block upon the market, we commonly referred to it as the ‘spur- 
geared block,’ to which we also frequently added the inventor’s name, 
thus calling it, ‘Weston’s spur-geared pulley block.” * * * We have 
always used those names as descriptive of the block and its type of 
mechanical construction, but, when we were preparing to place it on the 
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market, we thought it expedient to associate another name which would 
be indicative of the source of origin; that is, would indicate briefly by a 
handy word, when that word became familiar to the public, the fact that 
the block was made by the Yale & Towne Manufacturing Company. We 
considered a large number of arbitrary and fanciful words and _ finally 
selected the word ‘Triplex’ from among them.” 


The blocks were marked “patented June 5th, 1886, October 
18th, 1889," which were the successive patents, granted to Weston, 
and which references, as testified by the same witness, “indicate 
or are intended to indicate that the block embodies the invention 
of those patents.”” On the expiration of these patents, the ex- 
clusive right of the plaintiff ended, and the complete right to the 
enjoyment of Weston’s invention became vested in the public, 
and the enjoyment of that right by the public was its first benefit 
in return for the exclusive right given to Weston. But during 
the years of his enjoyment of that exclusive right Weston and 
his grantees had seen fit, for their own trade purposes, to give 
to the patented article an arbitrary name which individualized 
and designated it in the public mind. “We considered a large 
number of arbitrary and fanciful words, and finally selected the 
word ‘Triplex’ from among them.” In other words, they had by 
so marking Weston’s block as patented and designating it as a 
Triplex block brought it about that at the expiration of the patent 
the block which the public acquired the right to make was 
the hitherto patent-restricted Triplex block. It is true that dur- 
ing that time, in addition to its association with the Weston 
patents and its significance as designating a patent connection, the 
Triplex block had also gained a further significance as indicating 
the work and product of the plaintiff company, who alone had the 
right to make the patented block. And it is over this fact, and 
at this point, where the public is entitled to the full and untram- 
meled enjoyment of the invention, that the due adjustment of the 
trade rights of the former exclusive user becomes a troublesome 
question. To us it is clear the commercial value of a patent is 
the creation of a public desire for its product. And if the in- 
vention is such that its product has acquired a distinctive name, 
then the public, when its time of enjoyment comes, can not enjoy 
to the full the freed invention, unless coupled thereto is the 
right to use the name by which alone the invented article is 
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known. Nor is there injustice in this, for, when the real situa- 
tion is analyzed, it will be seen that by enjoying the monopoly of 
his patent for a series of years the patentee impliedly agrees, as 
maker and seller of the invented article, that, when his patent 
expires, he will not only surrender to the public the mechanical 
right to duplicate the article, but also the distinctive name the 
public has appropriated to the patented article; for it is apparent 
that the public can not use the invention to the full without 
having the incidental right to vend its product by the distinctive 
name which the public has given it. In other words, taking this 
case, the public can not now enjoy an untrammeled right to make 
the Triplex block of the seventeen-year monopoly, unless it has 
the incidental right of saying we now make and sell a Triplex 
block. Any other construction would make the patent a mere 
incident to trade-names, and would nullify the basis which alone 
justifies the grant of patented rights, namely, the right, on the 
expiration of the patent, to the full commercial use of the freed 
invention. For illustration, suppose that Benjamin Franklin 
had for seventeen years made his stoves under a patent, and 
that during that time these stoves had come to be known as 
Franklin stoves. Can there be any doubt that when a foundry- 
man, at the expiration of the patent, wanted to manufacture and 
sell such stoves, that he could not call them Franklin stoves, and 
mark them and sell them as Franklin stoves? If he could not, 
the invention would be of diminished practical use, and the 
monopoly of the patent measurably retained by the patentee. 
The consideration which the public enjoys in return for the 
patent only begins when the patent expires, but, when it does 
expire, the invention and the designation by which, as a patented 
article, is has become known, passes into the general public right, 
subject, of course, to the limitation that the person who uses it 
shall so act as not to lead the public to believe that when buying 
such article they are buying one made by some other person, 
including, of course, the patentee. To that end, the law has 
required the article to be so marked with the maker’s name or 
otherwise as shall prevent confusion and deception in this respect. 
How that marking shall be done is a matter for decision in each 
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case. But, subject to such condition, which courts should in the 
interest of commercial morality efficiently enforce, the right of 
the public at the expiration of the monopoly to make and market 
the released article by the name it has acquired during the re- 
stricted period is unquestioned. Tested by these considerations, 
it is clear to us that the Triplex block embodied patented features 
and was marked, when sold as patented; that the name Triplex 
was not descriptive but was an arbitrary name designedly given 
by the maker to the patented article; and that such name was 
accepted by the public and became associated in the public mind 
with the patented article. It follows, therefore, that under Singer 
v. June, 163 U.S., 169, Sup. Ct., 1002, 41 L. Ed., 118, and kindred 
cases, on the expiration of the patent, the defendant had a right 
to use that name as a designation of the patented device, provided 
he used proper care to prevent it from being confused with the 
goods of the original manufacturer. “This,” as said by the 
court below, “he has taken,” and as proof thereof instead of using, 
as he contends he had a right to do, the word “Triplex,” he fur- 
ther evidences his good faith by putting on his block both the 
name and place of his company as makers, and giving it the name 
“Tribloc.” In selecting the place for the maker’s name the de- 
fendant has put his name on the same side the plaintiff did. This 
location would seem to evidence good faith as it is calculated to 
at once attract the notice of one familiar with plaintiff’s block 
and its marks. However, as objection was made thereto at bar 
and as defendant has signified its willingness to adopt any style 
of differential marking suggested, we will, in pursuance of such 
consent, direct that as soon as practical the name and place of 
the defendant company be cast on the same side of the block with 


‘ 


the name “Tribloc,” and that all lettering be in such contrasted 
color to the color of the block as will challenge attention. 
In accordance with these views, the decree below will be 


affirmed. 
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Ausry SISTERS v. CREME DE Mour Co., INc., e¢ al. 
(203 Fed. Rep., 861.) 
Second Circuit, February 10, 19173. 


INFRINGING LABEL. 

A trade-mark consisting of a woman’s head in the center of a label, 
surrounded by a red border on which are printed the words “Aubry 
Sisters—Beautifier,” separated by maltese crosses, is not infringed by 
a label, also bearing a woman’s head in its center, with a green border 
printed with the words “De Mohr-Cream Face Powder,” also separated 
by crosses, no deception of the public being possible. 

Appeal from decree of the United States district court for 


the southern district of New York, in favor of the defendants. 
Affirmed. 


C. P. Goepel, of New York City, for appellants. 
Louis J. Rosett, of New York City, for appellees. 


3efore LACoMBE, Coxk, and Noyes, Circuit Judges. 


Coxe, Circuit Judge.—This is a trade-mark case, pure and 
simple. It is based upon a registered trade-mark which con- 
sists of a drawing showing a circular center containing a 
woman’s face, and, in a circle around the head, the words 
“Aubry Sisters Beautifier.” The words are printed so that the 
first two appear in the upper segment of the circle and the last 
in the lower segment, with figures resembling maltese crosses 
between the proper name and the descriptive name. A third 
circle is drawn around the circle containing the names, leaving a 
blank space between the two outer circles. In practice the trade- 
mark is placed on the top of the jar containing the pharmaceutical 
preparation, the picture being in black and white, with a ver- 
milion border around it in which appears the letters, as before 
stated, printed in white or black. The defendants have a wo- 
man’s head in the center of their labels with a green border sur- 
rounding it, on which are printed the words “De Mohr Cream 
Face Powder” with crosses before and after the name “De 


Mohr.” 


Practically the only resemblance between the two labels is the 





geen” 








LAWRENCE, ET AL. V. P. E. SHARPLESS CO. ar% 


fact that both have a woman’s head in the center. In every other 
respect they are essentially different and no one who really 
desired to purchase the complainants’ product could be induced 
to take the defendants’ in place thereof. The trade-mark makes 
no mention of color, it is shown only in black and white and the 
description does not intimate that any part may be colored. Even 
if this were otherwise, the defendants, as before stated, use green 
where the complainants use red. The proof is wholly inadequate 
to establish infringement. 
The decree is affirmed with costs. 


[See also Schwahn, et al., v. Miele, et al., Reporter, Vol. 3, p. 170.] 


UNITED STATES DISTRICT COURT 
LAWRENCE, et al. v. P. E. SHARPLEss Co. 
(203 Fed. Rep., 762.) 


Eastern District of Pennsylvania, March 17, 1913. 


1. TrapE-MArK—Prior Use on DissimiLar Goons. 

A prior or concurrent use by one party of a given mark upon a 
certain kind of goods is not sufficient to destroy another’s right in 
the same mark as applied to products so dissimilar that no confusion 
or deception in the minds of the public can arise. 

DIssIMILAR Goons. 

Butter and cheese, while both belonging to the general class of 
dairy products, are so dissimilar as not to enter into competition one 
with the other, or as to be capable of being confused, the one with the 
other. 

DESCRIPTIVE MARK. 

The representation of a cow for dairy products, being a mark 
descriptive of the origin of such goods, is not susceptible of exclusive 
use as a trade-mark. 

4. UNFAIR CoMPETITION—INJUNCTION. 

Where it is established that defendant’s label is almost identical 
with complainant’s in all particulars, and that such similarity has de- 
ceived purchasers to the damage of complainant’s business, he will be 
entitled to an injunction, even though his mark be not valid as a 
technical trade-mark. 


N 


w 


In equity. On final hearing. 

C. H. Duell, F. P. Warfield, H. S. Duell, and R. W. France, 
all of New York City, for complainants. 

Hector T. Fenton, of Philadelphia, Pa., for respondent. 
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TuHompeson, District Judge—The complainants are in the 
business of making and selling domestic Neufchatel cheese at 
Chester, Orange county, N. Y., where the business was es- 
tablished in August, 1862, by William A. Lawrence, who was the 
first person to make and, as late as 1875, was the only manufac- 
turer of Neufchatel cheese in this country. The Neufchatel 
cheese made and sold in the business conducted by the complain- 
ants and their predecessors has had and has a favorable reputa- 
tion, and has been and is widely sold in the state of New York 
and other states. In the year 1877 William A. Lawrence adopted 
as a trade-mark for Neufchatel and cream cheese the figure of a 
cow, side view. On January 18, 1881, this label was registered 
in the United States Patent Office as a trade-mark, concerning 
which it was declared : 


“The essential feature of which is the arbitrarily selected figure of a 
cow,” and “the class of merchandise to which the trade-mark is appro- 
priated is cheese, and the particular goods upon which I use my said 
trade-mark are Neufchatel packages of cheese put up in one-quarter of 
a pound rolls and twenty-five and fifty rolls in a box. I have been 
accustomed to print or stencil it in black ink upon the outside of each 
box in which said cheese is packed for transportation.” 


During the early use of the trade-mark it was, as stated in 
the application for registration, stenciled upon the outside of 
the box which contained the individual cheeses, wrapped in paper. 
About 1895 William A. Lawrence adopted as a package for his 
cheese a tin-foil wrapper, upon which was printed in blue ink 
in the center of a rectangular border the figure of a cow, with 
the word “Neufchatel” at the top, the word “trade-mark” and 
the words “Cream Cheese, Extra Quality,” below. On January 


26, 1904, this design was registered as a trade-mark for Neuf- 
chatel cheese, and the statement set out: 


“My trade-mark consists of the arbitrarily selected figure of a cow. 
This trade-mark has been continuously used in my business since August, 
1877. The class of merchandise to which this trade-mark is appropriated 
is dairy products, and the particular description of goods comprised in 
such class upon which I use the said trade-mark is Neufchatel cheese. 
The trade-mark is usually produced directly upon the tin foil or wrappers 
for the cheese and is likewise produced directly in or upon the boxes or 
other receptacles containing a number of packages.” 


On March 27, 1906, the design was again registered as a 
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trade-mark by the firm of W. A. Lawrence & Son, the complain- 
ants, with the same description in the statement as in the regis- 
tration of 1904. Since 1907, the complainants have used as a 
label upon their goods, printed in blue ink on a tin-foil wrapper, 
the same figure of a cow in a rectangular border, with the words 
“Reg. U. S.” on one side, “Pat. Off.” on the other, above the 
figure the words “Cow Brand,” “Domestic,” and below the figure 
the words, “Neufchatel Cheese, Made in State of New York,” 
and they have used the latter label continuously since that date. 
The defendant and its predecessors have been engaged in the 
business of conducting a dairy for the production and sale of 
butter, cheese, and other dairy products since 1838, and during 
that time have used as a print upon their butter the figure of a 
cow (side view) surrounded by a circle, the words “P. E. 
Sharpless” in circular form above, and a design of leaves above 
and grass below the figure of the cow. In 1907 the defendant, 
which had been for several years making and selling a domestic 
Neufchatel cheese, adopted as a label, printed in blue ink upon 
tin-foil wrappers, in which its cheese was packed, the figure of a 
cow in the center of a rectangular border in the same position 
as that upon the complainants’ label, with the words ‘“Trade- 
mark” below it, ““Neufchatel Cheese, P. E. Sharpless Co., Phila- 
delphia, Pa.,” above, to the left, “Absolutely Pure,” to the right, 
“Fresh Daily,” below “Main Office, Philadelphia, Pa.” Sub- 
sequently the defendant adopted a label in the same shape, and 
printed in the same color of ink upon its tin-foil packages, with 
the following changes: Above the figure of the cow the words 
“P. E. Sharpless Co. Cheese.” To the left, the words “Made 
Daily,” to the right, “At Concordville, Pa.,” and below the words, 
“Neufchatel Style.” The Neufchatel cheese sold by the defend- 
ant with these labels has entered into competition with that sold 
by the complainants. The defendant justifies its use of the 
label by its prior and continuous use of the figure of a cow im- 
pressed upon its molds of butter, and upon the ground that the 
complainants’ design is not a valid trade-mark for cheese, because 
the figure of a cow had been used by other manufacturers of 
cheese and manufacturers of butter and other dairy products be- 
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fore the complainants began its use, and that its use by the com- 
plainants has not been exclusive, as the figure of a cow had been 
used for cheese and other dairy products during the time the 
complainants claim to have been entitled to its use as a trade- 
mark. 

The use of the figure of the cow upon the defendant's prints 
of butter prior to its use by complainants for cheese would not, in 
my opinion, invalidate the complainants’ trade-mark, if the figure 
of a cow is a valid trade-mark for cheese or butter. While but- 
ter and cheese are both dairy products, they are in such distinctly 
different classes that neither can be said in any sense to enter into 
competition with the other. Similar trade-marks put upon cheese 
as a product of one party could by no possibility deceive the pur- 
chaser intending to buy the butter of the other party, and vice 
versa. The defendant does not claim to have used its trade- 
mark of the side figure of a cow upon packages of cheese until 
after it had been for nearly thirty years in constant use on cheese 
by the complainants, and there is no proof that it was used by 
the defendant on cheese in such a manner as to give it any 
right thereto prior to the registration of the complainants’ trade- 
mark in 1906. There was some evidence that more than fifty 
years ago the defendant’s predecessor had impressed upon his 
molds of cottage cheese the same figure of a cow which he used 
upon his butter. There is no evidence of its continued use; and 
if continuous use in that manner would have constituted prior ap- 
propriation by the defendant the evidence is conclusive that it 
was abandoned many years before 1877, when the complainants 
first began to use it in stencil form upon their boxes containing 
packages of Neufchatel and cream cheese. It continued to be 
used by the defendant exclusively as a print upon butter during 
the uninterrupted use by the complainants for nearly thirty 
years of their trade-mark upon cheese. The fact that the de- 


fendant was a maker and dealer in dairy products in general 
would not entitle it to appropriation of its trade-mark for butter 
to the whole field of dairy products, nor give it the right, as 
against its prior use upon cheese, to adopt it as a trade-mark for 
cheese. The defendant, in support of its claims of the use of the 
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trade-mark prior to that of the complainants, has offered in 
evidence a trade-mark certificate showing a registration on Oc- 
tober 10, 1882, by Mende Bros., of a trade-mark for cheese. The 
trade-mark in question is described as follows in the statement 
in the application for registration: 

“Our trade-mark consists of a pictorial representation of a cow.” “The 
essential feature * * is the pictorial representation of a cow. This 
trade-mark we have used continuously in our business for sixteen years 
The class of merchandise for which the said trade-mark is appropriated 
is cheese, and the particular description of goods comprised in such class 
upon which we use the said trade-mark is hand-cheese or hand-kase 
We have been accustomed to stencil the trade-mark on the outside of the 
boxes containing the cheese.” 

Outside of the declaration contained in the statement that 
the trade-mark has been used continuously for sixteen years, 
there is no evidence to show that its use antedated the time of 
registration. The Mende trade-mark was discontinued or aban- 
doned in 1907 or 1908. The complainants knew of the use of this 
trade-mark for hand-cheese by Mende Bros., but did not object 
to it, because the hand-cheese did not enter into competition with 
their Neufchatel cheese. 

Evidence was also offered by the defendant to show the use 
of the trade-mark of a cow by Alvin R. Rieser, which trade-mark 
was registered May 8, 1894. In Reiser’s statement accompanying 


his application, he states that: 


“My trade-mark consists of the arbitrary word ‘Anti-Rancidine.’ 
This has generally been arranged as shown in the accompanying facsimile, 
which represents the form of a cow surmounted by the word ‘Anti 
Rancidine’ in plain lettering; but the style of lettering is unimportant, 
and the representation of the cow may be omitted without materially 
affecting the character of my trade-mark, the essential feature of which 
ts the word ‘Anti-Rancidine. This trade-mark I have used continuously 
in my business since the 20th day of March, 1894. The class of mer 
chandise to which the trade-mark is appropriated is dairy products, and 
the particular description of goods comprised in such class upon which 
I have used it is milk, cream and butter, and cheese. It is my practice 
to apply my trade-mark to cans or packages containing the products by 
means of suitable labels on which it is printed, or by otherwise attaching 
it to the same.” 


Alvin F. Rieser died in June, 1910. It appears that he was 
in the wholesale butter and egg business; that the trade-mark in 


question was never used upon cheese; and that Alvin Rieser did 


4 
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not sell any cheese, except sixty-pound cakes of store cheese 

The defendant offered in evidence a label, known as the 
Empire Brand, which was used as a wrapper by the Phcenix 
Cheese Company, and contained a side figure of a cow as a trade- 
mark upon cheese. It is shown, however, that the complainants 
had objected to the use of this trade-mark, and that the Phoenix 
Cheese Company had discontinued its use on Neufchatel cheese 
but it was still used on cream cheese. Its use on cream cheese 
was without the knowledge or consent of the complainants. 
Labels for cheese and butter printed upon tin foil and containing 
varied representations of a cow, heifer, or cow’s head, were 
offered in evidence for the defendant. In so far as the use of 
any of these labels bearing any similarity to complainants’ label 
is concerned, it is conclusively shown that their use upon cheese 
was discontinued upon the protest of the complainants, or that 
they were never used upon cheese. As to other labels, the wrap- 
pers alone were offered in evidence by the defendant, without 
any evidence to show their use by any one. Under these condi- 
tions the evidence was immaterial and irrelevant. 

It is contended, however, by the defendant, and | think in 
that contention it is correct, that, even if the complainants’ use 
of the cow trade-mark was exclusive as to Neufchatel cheese, yet 
the figure of a cow is not capable of appropriation as a trade- 
mark by the complainants or defendant, or by any one, for any 
dairy product, because the symbol of a cow is generic, in that it is 
descriptive of the class of products produced of the milk of the 
cow. To entitle the complainants to the adoption of the figure of 
a cow as a trade-mark, not only must its use, but the right to its 
use, be exclusive; and such right can not arise when others may 
employ the mark with as much truth as the complainants. All 
dealers in dairy products or manufacturers of dairy products 
could, with equal truth, represent the cow as the source of their 
product. Surely the figure of a cow could not be exclusively 
appropriated by a dealer in milk or cream. A dealer could not 
sell milk as cow milk or cream as cow cream and claim exclusive 
right under that name; nor could he adopt the figure of a cow 
as a trade-mark for milk or cream. As butter and cheese are 
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both produced from milk and cream, it follows, I think, that 
the figure of a cow or the word “cow” is not capable of exclusive 
appropriation by any dealer or manufacturer for butter or cheese. 

As was said by the Supreme Court in the case of Canal Co. 
v. Clark, 13 Wall. 311, 20 L. Ed., 581: 


“No one can claim protection for the exclusive use of a trade-mark 
or trade-name which would practically give him a monopoly in the sale 
of any goods other than those produced or made by himself. If he could, 
the public would be injured ri ies than protected; for competition would 
be destroyed. Nor can a leric name, or a name merely descriptive of 
an article of trade, of its a ingredients, or characteristics, be em- 
ployed as a trade-mark and the exclusive use of it be entitled to legal 


protection. As we said in the well-considered case of the Amoskeag 
Manufacturing Co. v. Spear, 2 Sandf. (N. Y.), 590: ‘The owner of an 
original trade-mark has an undoubted right to be protected in the exclu- 


sive use of all the marks, forms, or symbols that were appropriated’ as 
designating the true origin or ownership of the article or fabric to which 
they are affixed; but he has no right to the exclusive use of any words, 
letters, figures, or symbols which have no relation to the origin or owner- 
ship of the goods, but are only meant to indicate their names or quality. 
He has no right to appropriate a sign or a symbol which, from the nature 
of the fact it is used to signify, others may employ with equal truth, 
and therefore have an equal right to employ for the same purpose. 


See also, Lawrence Manufacturing Co. v. Tennessee Manu- 
facturing Co., 138 U. S., 537, 11 <p Ct., 396, 34 L. Ed., 997; 
Columbia Mill Co. v. Alcorn, 150 U. S., 460, 14 Sup. Ct., 151. 37 


L. Ed., 1144. 
In the case of Popham v. Cole, 66 N. Y., 69, 23 Am. Rep., 2 


wnere the plaintiff claimed as a trade-mark for lard the figure of 
a hog, and the defendants, engaged in the same business, stamped 
their packages with a wild boar, the court said: 


“The sign or symbol may be employed with equal truth in respect 
to any parts of the dead swine or the products of that animal put up for 
sale, and no one dealer has a greater right than any other to appropriate 
it to his own purposes. A serious question might be made as to the 
right of the plaintiff to appropriate to his exclusive use as a trade-mark 
the picture of the animal from which not only his lard, but the lard of 
all other dealers and manufacturers of lard, is derived, especially when 
the same emblem or symbol has been used by dealers in lard and other 
products of the slaughtered hog indiscriminately, as they have had 
occasion.” 


The case was decided, however, upon the ground that there 
was not sufficient resemblance in the mark used by the defendant 
to that used by the plaintiff to make it liable to deceive the pub- 
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lic and enable the imitator to pass off his goods as those of the 
person whose trade-mark was alleged to be imitated. 

But it is not necessary that the complainant shall have 
established its right to a technical trade-mark to entitle it to 
relief, if the court is satisfied that there was an intent upon the 
part of the defendant to palm off its goods as the goods of the 
complainant. clean v. Fleming, 96 U. S., 245, 24 L. Ed., 828. 

The complainants have habitually since 1895 labeled their 
cheese with the figure of a cow, printed in blue in a rectangular 
square upon tin foil, and by their skill and industry in the manu- 
facture of their cheese have obtained for it a reputation and a 
market under the particular label and device used by them. 


“That a descriptive word or sign or symbol, descriptive from popular 
use in a descriptive sense, may acquire a secondary significance denoting 
origin or ownership is true: But this secondary significance is not pro- 
tected as a trade-mark, for a descriptive word is not the subject of a 
valid trade-mark; the only office of a trade-mark being to indicate origin 
or ownership. When a descriptive or geographical word or symbol comes, 
by adoption, to have a secondary — denoting origin, its use in this 
secondary sense may be restrained, if it amounts to unfair competition. 
In such case, if the use of it by ete Nad be for the purpose of palming 
off the goods of one as and for the goods of another, a court of equity 
will interfere for the purpose of preventing such a fraud. But this 
kind of relief depends upon the facts of each case, and does not at all 
come under the rules applicable to the infringement of a trade-mark.” 
Lurton, J., in Vacuum Oil Co. v. Climax Refining Co., 120 Fed., 254, 
66°C. Cy Ace. 

“When the word is incapable of becoming a valid trade-mark, be- 
cause descriptive or geographical, yet has by use come to stand for a 
particular maker or vendor, its use by another in this secondary sense 
will be restrained as unfair and fraudulent competition, and its use in 
its primary or common sense confined in such a way as will prevent a 
probable deceit by enabling one maker or vendor to sell his article as 
the product of another.” Lurton, J., in Computing Scale Co. v. Standard 
Computing Scale Co., 118 Fed., 965, 55 C. C. A., 450. 


A comparison of the label of the complainants, printed in 
blue upon tin foil, with that of the defendant, also printed in 
blue upon tin foil, discloses such identity in form, color and 


design as to indicate an intentional imitation. Furthermore, the 
testimony of Myer Berman and Reuben Berman, even when 
taken in connection with that of Pennock E. Sharpless, president 
of the defendant corporation, is sufficient to show at least that 
the defendant in 1907 deliberately and knowingly continued the 
use of the label in blue ink upon its tin-foil wrappers containing 
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domestic Neufchatel cheese in unfair competition with the com 
plainants, if it did not, in fact, adopt the label in 1907 at the sug 
gestion of Berman, for the purpose of enabling him to supply 


A 


his customers with Neufchatel cheese with the figure of a cow, 
when he (Berman) could not procure the “cow brand” cheese 
from the complainants. That the cheese put upon the market 
by the defendant under its label would be mistaken by the ordin 
ary purchaser for that of the complainants is inevitable. The 
similar shape of the package and the fact that it was wrapped in 


tin foil are not, in themselves, evidence of unfair competition, as 


it 1S undisputed that Neufchatel cheese has been gener lly w raj 

ped in that manner by the trade for many years. But when ac 
companied by the striking and predominant feature of the com 
plainants’ label, the figure of a cow nearly identical in shape and 
form, printed in blue ink in a rectangular border of the same 
general size and shape as upon the complainants’ label, the labels 
show such striking similarity as to mislead and deceive a pur 
chaser who had been accustomed to purchasing complainants’ 
soods into the belief that he was obtaining those goods. ‘The 
complainants’ “cow brand” had obtained a reputation, and, 
through the complainants’ continued efforts to place under that 
label a superior article of cheese upon the market, it had a well 
established business. The defendant placed its labels upon its 
packages of Neufchatel cheese with an intent to encroach upon 


the market which had theretofore been occupied by the complain 
ants, and to palm off its goods under the similar and mislead 


ing label. That the labe 


1 
] 
i 


is misleading and deceived purchasers is 


apparent, and it is also apparent that the complainants’ trade has, 


In consequence thereof, fallen off. \s was said by Judge Brad 
ford in the case of Dennison Mfq. Co. v. Thomas Mfq. Co., (C 
C.), 94 Fed., 659: 
‘Two rivals in business, competing with each other in the same line 
soods, mav have an « il right to use the same words, marks, or 
symbols on similar articles produced or sold by them, respectively; yet, 
such words, marks, or symbols were used by one of them before the 
ther, and by association have come to indicate to the public that the 
goods to which they are applied are of the production of the former, 
the latter will not be permitted, with intent to mislead the public, to use 
ich words, marks, or s ls in such a manner, by trade dress or other- 
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wise, as to deceive, or be capable of deceiving, the public as to the origin, 
manufacture, or ownership of the articles to which they are applied; 
and the latter may be required, when using such words, marks, or sym- 
bols, to place on articles of his own production, or the packages in which 
they are usually sold, something clearly denoting the origin, manufacture, 
or ownership of such articles, or negativing any idea that they were pro- 
duced or sold by the former. In Coats v. Thread Co., 149 U. S., 562, 566, 
13 Sup. Ct., 967 (37 L. Ed., 847), the court said: ‘Irrespective of the 
technical question of trade-mark, the defendants have no right to dress 
their goods up in such manner as to deceive an intending purchaser, and 
induce him to believe he is buying those of the plaintiff. Rival manu 
facturers may lawfully compete for the patronage of the public in the 
quality and price of their goods, in the beauty and tastefulness of their 
inclosing packages, in the extent of their advertising, and in the employ 
ment of agents, but they have no right, by imitative devices, to beguile 
the public into buying their wares under the impression they are buying 
those of their rivals.’ ” 


And as to exclusiveness of use by a complainant in a case 
of unfair competition, Judge Dallas said in Actiengesellschaft, 
etc., v. Amberg, 109 Fed., 151, 48 C. C. A., 264: 


“What, as respects exclusiveness of use, is requisite to support a 
demand by the originator of a distinctive style of dressing for his goods, 
that its use by others for similar goods shall be prohibited? It is no 
answer to his complaint against any particular person who has so used 
it to say that such person is not the only one who has done so, for a 
trespasser can not justify upon the ground that others have committed 
like trespasses. Therefore, the appropriation by the appellee of the ap- 
pellant’s box and labels is not excused by showing merely that others had 
similarly appropriated them. It is essential that it should also appear that 
the appellant had, by its acquiescence, abandoned its exclusive right, and, 
‘to establish a defense of abandonment, it is necessary to show, not only 
acts indicating a practical abandonment, but an actual intent to abandon.’ 
Saxlehner v. Eisner & Mendelson Co., 179 U. S., 19 (21 Sup. Ct., 7, 45 
L.; Bd.. 60)” 


I find that the defendant’s use of its labels, ‘Complainants’ 
Exhibit No. 3, Defendant’s Cow Brand Tin-Foil Label,” and 
“Complainants’ Exhibit 20, Defendants’ 1907 Labels,” is in un- 
fair competition with the complainants in their business in the 
sale of domestic Neufchatel cheese, and that the complainants’ 
business has been injured thereby. 


A decree may be entered for an injunction and an account- 


ing 
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NEW YORK SUPREME COURT 


METROPOLITAN TELEPHONE & TELEGRAPH Co. v. METROPOLITAN 
TELEPHONE & TELEGRAPH Co. 


141 N. Y. Supp., 508.) 
Appellate Division, First Department, May 90, 1073. 


UNFAIR COMPETITION—CORPORATE NAMES 
\ corporation may not adopt and use the name of another semi- 
defunct corporation, legally dissolved but the securities of which are 
still outstanding in the market, guaranteed by its successor in business 
It seems that such use may be enjoined at the suit of the corporation 
or of its bondholders, and certainly at the suit of its successor in 
business 
Appeal from an order of special term, New York County, 


denying a preliminary injunction. Reversed. 


For opinion below, see Reporter, Vol. 4, pi 135; F41 Me: xe 


Supp., 599. 


Edmund L,. Mooney, tor appellants. 


Lewis Squiers, for respondents. 


Scott, J|—The purpose of this action is to restrain the 
defendants, and each of them from continuing to use the cor- 
porate name which they have selected, and under which they 
are now assuming to do business. Although there are two 
defendants bearing the same name, they are for all practical 
purposes identical so far as concerns their composition, their pur- 
poses and the means adopted to further their aims. The only 
difference is that their promoters, for some obscure reason, have 
seen fit to incorporate in two states and thus have created 
technically two legal entities where, so far as appears one would 
have answered every legitimate purpose. 

The corporation known as the Metropolitan Telephone and 
Telegraph Company, and joined as a plaintiff in this action was 
duly incorporated under the laws of the state of New York 
in the year 1880 for the purpose of carrying on the telephone 
business in the city of New York. It did carry on this business 


until the year 1896, during which time it was the only company 
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carrying on that business in said city, and succeeded in building 
up a very considerable business, thereby acquiring a good reputa 
tion and accumulating a large amount of valuable property. In 
the year 1896 it instituted proceedings for a voluntary dissolu- 
tion pursuant to the provisions of law, and, as an incident thereof 
transferred to the plaintiff, New York Telephone Company all of 
its assets, business, property rights, privileges and franchises 
of every kind and sort, except its franchise to be a corporation. 
The New York Telephone Company thereafter carried on and 
now carries on the same business formerly carried on by the 
Metropolitan Company, using so far as available the property and 
assets assigned by the latter company. In the course of its busi- 
ness the Metropolitan Telephone and Telegraph Company issued 
bonds to the extent of two million dollars, of which one million 
five hundred and seventy-seven thousand dollars are still out- 
standing and will not mature until the year 1916. These bonds 
have proven to be a profitable and desirable investment, having 
sold as high as fifteen per cent above par, although they are 
apparently offered for sale very infrequently. The New York 
Telephone Company has assumed the payment of these bonds, 
but so far as concerns their holders the original issuer also re- 
mains liable thereon. The plaintiff Ford Huntington is the owner 
and holder of some of these bonds, and sues in his own behalf 
and in behalf of others similarly situated. The other individual 
plaintiffs were directors and trustees of the plaintiff Metropolitan 
Telephone and Telegraph Company at the time of its voluntary 
dissolution ,and under the statute to be hereinafter referred 
to remain trustees charged with certain duties and responsibili- 
ties 

(One of the defendants was organized under the laws of the 
state of Delaware on July 8th, 1912, and the other was organized 
under the laws of the state of New York on the 26th of August, 
1912. Both adopted the name of Metropolitan Telephone and 
Telegraph Company, not because it is descriptive of any busi- 


i 


ness they propose to carry on, but evidently because they hoped 
to gain an advantage from the reputation which had been gained 


by the original company of the same name which is joined 
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2 plaintiff in this action. The main pr ‘r of the defendant 
a plaintifi Ms action. ¢ ain promoter of the detendant 
companies, being president of one and vice-president of the 
other has stated very frankly the reason for incorporatit 


company in New York. He says: 


ig a 
“\Ve organized this corpora- 
tion ( The Metropolitan Telephone and Telegraph Company ) for 
‘the simple purpose of sequestrating the name in the state of New 
York ; that was the main object.””. And apparently the only fune- 
tion which the defendant company organized in New York, has 
performed or is intended to perform is to hold on to the name, 
and if possible to prevent the plaintiff New York Telephone 
Company from making any use of it. The defendant organized 
in the state of Delaware has apparently engaged in no busi- 
ness in this state or elsewhere except that it has issued bonds, 
of very uncertain and problematical value, being based rather 
upon hopes for the future than upon any tangible security in 
presenti, some of which bonds it has already disposed of. These 
bonds purport to be issued by the Metropolitan Telephone and 
Telegraph Company, and are in such form that they might easily 
be mistaken for the bonds issued by the plaintiff corporation of 
that name. 

The answers, which are practically identical in form, do not 
substantially controvert any of the foregoing statements, except 
that they deny any wrongful intent in the adoption by said de- 
fendants of the name under which they have incorporated. The 
principal argument urged in behalf of the defendants is that 
the original Metropolitan Telephone and Telegraph Company, 
having been voluntarily dissolved had become an “extinguished 
entity,” and had thereby lost whatever exclusive right it ever had 
to the use of the name under which it had been incorporated. 
Hence, it is argued, that name became freed from any prior 
claim and was open to selection by whomsoever might first re- 
adopt itasa corporate name. 

It may be remarked in passing that it is not strictly accurate 
to denominate the original Metropolitan Telephone and Tele- 
graph Company as an “extinguished entity.” Notwithstanding its 
formal dissolution it continued in existence “for the purpose of 


paying, satisfying and discharging any existing debts or obliga- 
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tions, collecting and distributing its assets and doing all other 
acts required in order to adjust and wind up its business and 
affairs and may sue and be sued for the purpose of enforcing 
such debts or obligations until its business and affairs are fully 
adjusted and wound up” (Laws 1896, Chap. 932, now General 
Corp. Law, § 221. sub. div., 3). Since said company has still 
outstanding more than a million and a half of dollars upon which 
it is potentially liable, it can not be said that its business and 
affairs are fully adjusted and wound up, or that it is, strictly 
speaking an “extinguished entity.” 

Upon the foregoing facts the question whether the defend- 
ants’ continued use of the name which they have selected should 
be enjoined suggests two questions. First, whether any of the 
plaintiffs have an interest in protecting the name Metropolitan 
Telephone and Telegraph Company, for if any one plaintiff has 
such an interest it will suffice upon this application for a 
temporary injunction. Second: should the defendants be en- 
joined from continuing to use the name? 

The original Metropolitan Telephone and Telegraph Com- 
pany apparently has sufficient interest to maintain the action 
until it shall finally become in fact and in law an “extinguished 
entity” notwithstanding it has ceased to engage in the telephone 
business (Armington v. Palmer, 43 R. L. A., 95; Peck Bros. & 
Co. v. Peck Bros. Co., 113 Fed. Rep., 291; Holmes Booth & Hay- 
den v. Holmes, Booth & Atwood Mfg. Co., 37 Conn. St., 278). 
The holders of the bonds of the original company, represented 
by the plaintiff Huntington, may also be said to be interested in 
preventing the defendants or either of them from issuing other 
bonds, so similar to the bonds already issued by the plaintiff 
corporation as to create confusion among possible investors. As 
has already been said the bonds issued by the plaintiff corpora- 
tion are guaranteed by a strong going concern and command 
a high price in the market. The bonds already issued and pro- 
posed to be issued by one of the defendant corporations, are 
so similar in purport and appearance to those issued by the 
original cerporation as to be not easily distinguished, and have 


behind them nothing, so far as appears, except the promise to pay 
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of a corporation having neither assets nor business. It would 
seem to be almost inevitable that the confusion resulting from 
the adoption by one of the defendants of the name of the original 
corporation, and the issue of bonds under such name, would tend 
to discourage investors from buying any bonds of either issue, 
lest by inadvertence they might receive bonds of the new com- 
pany, instead of those issued by the originai company. ‘This con- 
fusion would have a direct tendency to destroy the market for the 
bonds of the original company and thus depreciate their market 
value. But, if it be considered that the interests of the plaintiffs 
already mentioned, are too remote and unsubstantial to justify.the 
interposition of a court of equity, the plaintiff New York Tele- 
phone Company stands in a much stronger position. It is al- 
leged and not disputed that the New York Telephone Company 
acquired all the assets, business, property rights, privileges and 
franchises of the plaintiff Metropolitan Telephone and Tele- 
graph Company, except its franchise to be a corporation. If this 
be so, it acquired the good will of the last named corporation, 
and this, according to the rule now well established, carried with 
it the right to use the name of the assignor corporation in con- 
nection with its own, in such manner as to indicate that it is the 
successor of the corporation whose business and good will it has 
purchased (Fisk v. Fisk, Clark & Flagg, 77 App. Div., 83; 
Slater v. Slater, 175 N. Y., 143). It is of no moment, as we con- 
sider, that the new York Telephone Company has not, as yet, 
found it necessary or considered it advisable so to use the name 
of its assignor the Metropolitan Telephone and Telegraph Com- 
pany. The point is that it acquired and has never relinquished 
the right so to use it. Until someone attempted, as these de- 
fendants have now attempted, to appropriate the name, the cor- 
poration rightfully entitled to use it was not called upon to as- 
sert its right, and its failure to do so should not be attributed to an 
intention to relinquish it. We are therefore of the opinion that 
the New York Telephone Company, in any event, has sufficient 
interest in and right of proprietorship to the name Metropolitan 
Telephone and Telegraph Company to resort to equity for pro- 
tection. The neglect to carry on business for a number of 
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years, as it has been held, does not prevent a party from resum- 
ing his trade-mark or sign of his good will, nor entitle another 
to use it (The Glen and Hall Mfg. Co. v. Hall, 61 N. Y., 226). 

Assuming that it has such right we think that there can be 
no doubt that its prayer for an injunction pendente lite should 
be granted. The motion papers do not disclose, and we are un- 
able to conceive of any reason, except a fraudulent and repre- 
hensible one, for the adoption by defendants of the name under 
which they have severally incorporated. The name is not fairly 
descriptive of any business in which they are engaged or pro- 
pose to engage. They, in fact, do no business and are apparently 
organized only for the purpose of issuing securities as subsidaries 
or auxiliaries of a company proposing to build a projected line 
of telegraph between the city of New York and the city of Chi- 
cago. Any other name would serve any honest purpose equally 
well, and many could be thought of which would be more 
descriptive of the declared purposes of organization. Refer- 
ence has already been made to the fact that one of the defendants 
has issued and sold bonds, resembling in nearly every particular 
those already issued by the plaintiff Metropolitan Telephone and 
Telegraph Company. In the absence of any other plausible or 
apparently innocent reason for the appropriation of the name 
of the original company, we are forced to the conclusion that a 
real reason is the hope that unwary investors may be induced to 
purchase bonds of the new company in the belief that they are 
procuring bonds of the original company, and thus pay a high 
price for securities which are intrinsically of little value. If such 
was not the reason for the adoption of this particular name, and 
the defendants are content to sell their securities upon their own 
merits, they can easily adopt a name which will avoid any con- 
fusion. That they have not done so is the strongest evidence 
of their lack of good faith. The case therefore presents strong 
reasons for the interposition of equity, not only to redress the 
wrong done to the plaintiffs, or some of them, but to prevent a 
continuation of a palpable fraud upon the public. 


It is of no moment that defendants are not at present com- 
peting for business with either of the corporations plaintiff. In- 
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junction to prevent the mis-appropriation of established corpor- 
ate names are not limited to business corporations. They have 
been issued to protect the use of the name of a fraternal benevo- 
lent society (B. P. O. Elks v. Improved B. P. O. Elks, 205 N. Y.., 
459) ; a patriotic society (Society of War of 1812 v. Society of 
War of 1812 in the State of New York, 46 App. Div., 568) ; and 
a charitable society (The Salvation Army in the U. S., v. The 
American Salvation Army, 135 App. Div., 268.) As was pointed 
out by the Court of Appeals in the case first above cited the 
public policy of the state, as evidenced by its statutes and the 
decisions of the courts forbids the use of misleading names by 
corporations of any character. 

We are therefore of the opinion that, upon the facts as dis- 
closed in the papers before us, the continued use of the name 
Metropolitan Telephone and Telegraph Company, in this state, 
by the defendants should be enjoined pendente lite. 

The order appealed from will therefore be reversed with 
$10 costs and disbursements and the motion granted with $10 


costs. 


INGRAHAM, P. J., CLARKE and Horcnktss, JJ. concur. 
Dow.INnc, J., dissents upon the opinion of Mr. Jusricr 
GREENBAUM at special term. 


WuitE Stuptio v. ALEXANDER W. DreEyroos, et al. 


Appellate Division, First Department, May 20th, 1913. 


UNFAIR COMPETITION—COPYING PHOTOGRAPH. 

There is no unfair competition in reproducing a photograph taken 
by the complainant. The only protection of the photographer therein 
would be under the copyright act. 


Appeal from an order of special term, granting a preliminary 

injunction. Reversed. 

Leo. G. Rosenblatt, Walter N. Seligsberg and Clarence M. 
Lewis, of counsel (Firman, Lewis & Seligsberg, 
attorneys for appellants. 

George Edwin Joseph, of counsel (Leon Laski, attorney), 
for respondent. 
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CLARKE, J.—Plaintiff is a corporation. Its business is that 
of making original photographs. It uses the name “White” 
as a trade name. Defendants are copartners doing business 
under the name Apeda Studio. Their chief business is that of 
manifold reproduction of photographs and in the theatrical trade 
their name “Apeda” has become almost synonymous with 
photographic reproduction. 


Plaintiff’s claim is that the defendants have reproduced 
plaintiff's work in large quantities and sold such reproductions 
at a less rate than it charges. It claims that it was being unfairly 
competed with. The defendants offer to omit the plaintiff’s 
name from its reproductions, but this is not what the plaintiff 
desires. It wants the benefit of the increased advertisement 
caused by the distribution of the defendants’ reproductions with 
its name appearing thereon, but in addition it asks that there 

should appear “Reproduced by Apeda,” or words to that effect. 

The order appealed from provides: 


“That the defendants and each of them, their agents, servants and 
employees, be, and they hereby are, enjoined and restrained during the 
pendency of this action from reproducing photographs posed, taken and 
made by the plaintiff, and on which reprodiictions appear the plaintiff's 
trade-name, unless the said defendants shall indicate on such photographic 
reproductions in some suitable words that the said is a photographic 
reproduction of a photograph originally made, taken and posed by this 
plaintiff ; and it is further ordered that the defendants and each of them, 
their agents, servants and employees be, and they hereby are, enjoined 
and restrained during the pendency of this action from making, selling, 
vending or otherwise disposing of reproductions of photographs originally 
taken, made and posed by the plaintiff and upon which reproductions 
appear the plaintiff's trade-name ‘White,’ unless the defendants shall 
indicate upon the said photographic reproduction in some suitable words 
that the same are reproductions made by the defendants of photographs 
originally taken, made and posed by the plaintiff herein.” 


It is settled law that the ordinary contract between a photo- 
grapher and his customers is a contract of employment. The 
conception as well as the production of the photograph is work 
done for the customers and they, not their employee, are the 
exclusive owners of all proprietary rights (Boucas v. Cook, 2 K. 
B., 227; Press Pub. Co. v. Falk, 59 Fed., 324; Pollard v. Photo- 
graphic Co., L.. R., 40 Ch. Div., 345, cited in Roberson v. Roch- 
ester Folding Box Co., 171 N. Y., 538). 
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In the Robertson case the court of appeals suggested that 


“the legislative body could very well interfere and arbitrarily provide 
that no one should be permitted for his own selfish purpose to use the 
picture or the name of another for advertising purposes without his 
consent.” 


The legislature took the hint and in sections 50 and 51 of the 
Civil Rights Law (Ch. 6 Cons., Laws, ch. 14, Laws 1909), pro- 
hibited the use for advertising purposes or for the purposes of 
trade of the portrait.or picture of any living person without hav- 
ing first obtained the written consent of such person. The actress, 
the reproduction of whose portrait is one of the acts complained 
of, gave to the defendant written orders for such reproductions 
and with instructions that they should be marked “Apeda, N. Y.” 


The plaintiff has no copyright. It has no right to sell and 
dispose of reproductions from its negative without the con- 
sent of its sitter. Having no copyright, it attempts to prevent the 
defendants from reproducing and selling, with the consent of the 
sitter, as if it had such copyright. The language of the court in 
Bamforth v. Douglas Post Card Co. (158 Fed., 355), is applic- 
able: 


“No question under the law of trade-marks or the law of unfair 
competition is now involved. These cards are not trade-marks, either 
singly or collectively, in any sense of the word. They do not identify and 
distinguish the complainant’s product, but are the product itself; and 
there can be no question of unfair competition, because the complainants 
have no legal right to the exclusive production and sale. It would be 
useless to elaborate a subject so well understood. A photograph, if it 
be also an artistic production, the result of original intellectual concep- 
tion on the part of the author, may be copyrighted with the same effect 
as if it were a book; but without this protection of the federal statutes, 
neither the book nor the photograph can continue to be the author’s 
exclusive property after it has been printed and offered to the public 
for sale * * *. No doubt a photograph might be adopted as a trade- 
mark to distinguish a manufactured article, but how a photograph, if it 
be also a work of art, and therefore capable of copyright, can be the 
subject of unfair competition I am unable to understand. The only 
possible way to compete with such a photograph is to reproduce it, and 
anyone may do this lawfully after it has been published, unless the 
protection of the federal statutes concerning copyright has previously 
been obtained * * *. To copy is, therefore, not to compete unfairly 
in a legal sense, but to compete with the full sanction of the law.” 


The attempt here made to prevent copying without complying 
with the provisions of the copyright law must fail. As the plain- 
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tiff has refused the offer of the defendants to eliminate its name 
from the reproductions it has no substantial claim to any equitable 
relief. 

The order appealed from should therefore be reversed, with 
$10 costs and disbursements, and the motion for an injunction 
denied, with $10 costs to the appellants. 

All. concur. 


BrITISH-AMERICAN Tosacco Co., Lrp., v. BririsH-AMERICAN 
Cicar Stores Co. 


Special Term, New York County, April 21, 1973. 


UNFAIR CoMPETITION—CorRPORATE NAMES. 

On motion for an injunction pendente lite, to restrain defendant 
from use of its corporate name, the complainant will not be entitled 
to relief, unless it can establish that, by its long use of the words 
“British-American,” they have come to have a secondary meaning 
as denoting to the public its business, and also that defendant’s adop- 
tion of such words was fraudulent and with intent to deceive. 


In equity. On motion for preliminary injunction. 


Nicoll, Anable, Lindsay & Fuller, for plaintiff. 
Kearny & Dickinson, for defendant. 


Davis, J.—In this action the plaintiff prays for judgment 
restraining the defendant from using as its corporate name the 
words “British-American Cigar Stores Company” or any other 
“name containing the words “British-American,” or from using 
the words “British American” in any manner whatsoever. The 
question now before the court for its decision is whether the 
plaintiff should have an injunction pendente lite. The plaintiff 
and defendant are both foreign corporations, and each is author- 
ized under the laws of New York to do business within this 
state. Speaking generally, each is now engaged in the sale of 
tobacco, the plaintiff as a wholesaler, the defendant as a retailer. 
The plaintiff was organized in 1902, under the laws of Great 
Britain and the defendant in 1912 under the laws of New Jersey. 
The plaintiff claims that the defendant’s acts amount to unfair 
business competition resulting in a confusion in the public mind 
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of the business of the defendant with that of the plaintiff. In 
effect the complaint and affidavits used on this motion allege that 
the defendant deliberately selected the words “British American” 
as a part of its corporate name with bad faith and with the intent 
to mislead the public and to make it believe that the defendant was 
connected in business with or identical with the plaintiff, with the 
ultimate design of selling the defendant’s goods as the goods of 
the plaintiff. If the plaintiff can establish by satisfactory evidence 
that its long use of the words “British American” as part of its 
corporate name had given to those words a secondary meaning 
in the mind of the public, so as peculiarly to connect the business 
carried on by the plaintiff with the words “British American,” 
I think it would give the plaintiff a right to enjoin the defendant 
from using those words in its corporate name, provided it was 
also established that the use of those words by the defendant was 
fraudulent and was for the purpose of misleading buyers into 
the belief that they were buying the goods of the plaintiff (French 
Republic v. Saratoga Vichy Co., 191 U. S., 427, 435). The 
pleadings in this case seem to me to be sufficient to raise these 
issues, but the proofs as contained in the affidavits I do not deem 
sufficient to justify the granting of this motion. The granting of 


it would substantially determine the action in favor of the plain- 


tiff in advance of the trial. In denying this motion I do not pass 


upon the merits of the action itself, but simply decide that it is 
not a case which requires the intervention of a court of equity by 
its injunction pendente lite. The motion must be denied. 


SUPREME COURT OF CALIFORNIA 
Dunston v. Los ANGELES VAN & StTorRAGE Co., e¢ al. 


(131 Pac. Rep., 115.) 
March 7, 1913. 


1. TRADE-MARK—REGISTRABILITY UNDER STATUTE. 

The name “Los Angeles Van, Truck & Storage Co.” can not be a 
valid trade-mark, susceptible of exclusive appropriation, under the 
California statute, for the reason that it is descriptive of the location 
and nature of the complainant’s business. 

. REGISTRATION—CALIFORNIA LAw. 

The registration of an alleged trade-mark under the California 

trade-mark act of 1902 did not purport to confer an exclusive right to 
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the use of the mark. The registration was that of a claim to the mark 
only. 
3. UnFrair CoMPETITION—INJUNCTIVE RELIEF—Proor oF FRAuD. 

Where, although not the owner of a valid trade-mark, a man 
has been doing business for many years, using a certain trade-name, 
and has established a reputation, his rights as against fraudulent and 
intentional acts of unfair competition by another, resulting in damage 
to him, will be protected in equity; but, in all cases where equitable 
relief is sought, a legal presumption of fraud does not exist, the 
burden of alleging and proving its presence resting upon the plaintiff. 

Appeal from a judgment of the superior court of Los An- 


geles county, in favor of the plaintiff. Reversed. 


E. W. Freeman, of Willow, for appellants. 
Trusten P. Dyer, of Los Angeles, and H. Cleveland Schultz, 
for respondent. 


HENsHAw, J.—Plaintiff alleges that in the year 1896, in the 
city of Los Angeles, he established the business of moving, haul- 
ing, trucking, and storage. To this business he gave the name 
of “Los Angeles Van, Truck & Storage Company.” In 1902 he 
made application to the state of California to have that name 
registered and trade-marked, and on the 13th day of August, 
1902, there was issued to plaintiff a certificate by the secretary 
of the state of California “granting said R. H. Dunston the sole 
and exclusive right to use and appropriate said name of Los Ange- 
les Van, Truck & Storage Company to his said business.” Ever 
since the year 1896 to and including the present time, plaintiff 
has been and is conducting his business under this name. By 
reason of the competent and efficient manner in which he has so 
conducted it, he has gained for his business, known as the Los 
Angeles Van, Truck & Storage Company a widespread and valu- 
able reputation, and he commanded and still commands an ex- 
tensive patronage throughout the county of Los Angeles which 
is, and for many years last past has been, a source of great profit 
to him. In 1910 the defendants “disregarded the rights of this 
plaintiff, willfully, wrongfully, unlawfully, and fraudulently used 
and appropriated the name of Los Angeles Van & Storage Com- 
pany for conducting a similar business to that of the plaintiff 
herein in the city of Los Angeles,” and on or about the 8th day of 
April, 1910, the defendants, and each of them, formed and or- 
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ganized a corporation by the said name of Los Angeles Van & 
Storage Company under the laws of the state of California, and 
ever since said time have carried on their said business under 
said name of Los Angeles Van & Storage Company with intent to 
deceive and defraud the public and patrons of the plaintiff herein, 
and to injure and defraud this plaintiff, and deprive him of his 
profits and of the business acquired by his valuable reputation 
as aforesaid.” ‘The defendants at all times have been advised 
and informed “that the said imitation name of Los Angeles Van 
& Storage Company has been pirated and simulated, and is an 
infringement and fraudulent counterfeit of the name used, issued 
to, and adopted by this plaintiff.” “The name used by the de- 
fendants herein was calculated and intended to deceive the pa- 
trons of this plaintiff and the public in general, and said name 
of Los Angeles Van & Storage Company has actually misled and 
does still mislead many of them to patronize the defendants 
herein, in the belief that they, the said public, are placing said 
orders and patronage with this plaintiff, greatly to the diminution 
and damage of the business and profits of this plaintiff.” Plain- 
tiff’s said business has been injured, greatly to the diminution 
and damage of the business and profits of this plaintiff. Plain- 
tiff further alleges that the business carried on by defendants 
“under the name of Los Angeles Van & Storage Company, in 
imitation of the said name of this plaintiff, is greatly inferior, and 
that by reason of the premises the esteem and reputation of plain- 
tiff’s said business has been injured, greatly to the diminution 
and damage of the business and profits of this plaintiff.” De- 
fendants “have caused, and do still cause, an advertisement of 
their said business, Los Angeles Van & Storage Company, to 
appear in extra large letters directly ahead of the telephone 
numbers and address of this plaintiff, in the directory of the 
Home Telephone Company of Los Angeles, which act and ad- 
vertising on the part of the defendants herein are contrary to 
equity, and greatly injure and damage the business of said 
plaintiff.” Defendants “have advertised their said business under 
said name of Los Angeles Van & Storage Company in various 
ways and places, and by said acts have secured orders intended 
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to be given to this plaintiff, all to the great diminution and dam- 
age of the business and profits of this plaintiff.” That, after 
request and demand by plaintiff, defendants have refused to 
desist from the use of the name in the telephone directories and 
elsewhere. The prayer of this complaint, besides the prayer for 
general relief, is that a perpetual injunction be issued enjoining 
the defendants “from using said name of Los Angeles Van & 
Storage Company, to the injury and damage of plaintiff, and that 
the defendants herein, and each of them, be enjoined and re- 
strained from publishing or advertising their said business under 
said name of Los Angeles Van & Storage Company.” 

The quotations from the complaint have been made thus 
full for the reason that the appellants argue that the complaint 
charges simply a violation of a property right in a registered 
trade-mark, whereas respondent insists that it not only so charges, 
but that, aside from the property right in the registered trade- 
mark, the complaint also charges unfair dealing. This appeal is 
from the judgment granting the injunction. The findings there- 
fore become of especial importance in considering upon what 
facts the court actually based its decree. 

The court found in accordance with the allegations of the com- 
plaint as to the character of the business of the plaintiff, its con- 
duct under the name of Los Angeles Van, Truck & Storage Com- 
pany, and that there was issued a certificate by the secretary of 
state of the state of California granting plaintiff “the sole and 
exclusive right to use and appropriate said name of Los Angeles 
Van, Truck & Storage Company.” The court further found in 
accordance with the allegations of the complaint that defendants 
did “willfully, wrongfully, unlawfully, and fraudulently use and 
appropriate the name of Los Angeles Van & Storage Company 
for conducting a similar business to that of the plaintiff,” and 
found, as alleged in the complaint, that defendants organized the 
corporation under this name and ever since have carried on their 
business under this name, “thereby causing loss and damage to 
the said business of said plaintiff herein and creating much con- 
fusion in the conducting of said business.” It found that the de- 
fendants caused and cause “an advertisement of their said 
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business, Los Angeles Van & Storage Company, to appear in 
extra large letters directly ahead of the telephone and address 
of this plaintiff, and have advertised their said business under 
said name in various other ways and places.” Finally, it found 
“that, the plaintiff having had the prior and exclusive use of said 
name Los Angeles Van, Truck & Storage Company, the defend- 
ants herein, or neither of them, have any right to use said name 
Los Angeles Van & Storage Company, for the reason that the 
use of said name Los Angeles Van & Storage Company, by the 
defendants herein, is'of damage to the plaintiff herein, and is 
calculated to deceive the customers of the said plaintiff.” 


It would appear from a reading of these findings that the 
judgment of the court was based upon the protection which the 
law gives to a trade-mark. This is made manifest from the 
court’s finding that the certificate by the secretary of state was 
issued granting to plaintiff “the sole and exclusive right to use 
and appropriate said name of Los Angeles Van, Truck & Stor- 
age Company.” If this were so, no question of unfair dealing 
would arise. The question to be resolved would be simply 
whether the similar name adopted by defendants and used by 


them was an infringement upon plaintiff’s property rights in the 
trade-mark name. 


But the finding of the court to this effect can not be supported 
for two reasons: The first, that the secretary of state did not 
pretend to issue or certify to the issuance of an exclusive right 
to plaintiff to use the indicated name. The secretary of state by 
his certificate merely declared that plaintiff had filed “a claim to a 
trade-mark to be used in connection with van, truck and stor- 
age business. Said trade-mark consists of the words ‘Los 
Angeles Van, Truck & Storage Company,’ a description of which 
is more fully set forth in the specification attached to and made a 
part of the claim to trade-mark above referred to.” Such a cer- 
tificate of a claim to a trade-mark is obviously a very different 
thing from a certificate awarding an exclusive trade-mark. 
But, second, and more important, is the fact that the trade-name 
used by plaintiff is not susceptible under our law of exclusive 
use, and therefore of protection as an exclusive trade-mark or 
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name. This proposition is completely covered by section 991 of 
our civil code, which declares: “One who * * * conduct 
a particular business * * * can not exclusively appropriate 
any designation, or part of a designation, which relates only (a) 
to the name * * * or (b) the description of the * * * 
business, or (c) the place where the * * * business is carried 
on.” It is too apparent to need discussion that the name here em- 
ployed by plaintiff has reference in its first words to the place 
of business; in the remaining words to a description of the 
business. Such names, titles, or designations are not the sub- 
ject of exclusive copyright or trade-mark. Eggers v. Hink, 63 
Cal., 445, 49 Am. Rep., 96; Schmidt v. Brieg, 100 Cal. 672, 35 
Pac., 623, 22 L. R. A., 790; Castle v. Siegfried, 103 Cal. 71, 37 
Pac., 210; Hainque v. Cyclops Iron Works, 136 Cal. 351. 68 
Pac., 1014; American Wine Co. v. Kohlman, (C. C.) 158 Fed. 
830. 

It follows, therefore, since the plaintiff can not acquire an 
exclusive property right in the associated words “Los Angeles 
Van, Truck & Storage Company,” any relief based upon an 
asserted invasion of this exclusive trade-mark is without warrant. 
Italian-Swiss Colony v. Italian Vineyard Co., 158 Cal. 252, 110 
Pac. 913, 32 L. R. A. (N. S.), 439. 

As the judgment can not thus be supported upon the theory 
of an invasion of an exclusive right to property in a trade-mark, 
the only ground for the support of the judgment is that which has 
come to be known as “unfair trade dealing.” This is but a suc- 
cinct statement of the principle, that in the interest of fair com- 
mercial dealing courts of equity, where one has been first in the 
field doing business under a given name, will protect that person 
to the extent of making competitors use reasonable precautions 
to prevent deceit and fraud upon the public and upon the busi- 
ness first in the field. Spieker v. Lash, 102 Cal. 38, 36 Pac., 362; 
Waltham Watch Co. v. United States Watch Co., 173 Mass. 85, 
53 N. E., 141, 43 L. R. A., 826, 73 Am. St. Rep., 263; Shaver v. 
Shaver, 54 Iowa, 208, 6 N. W., 188, 37 Am. Rep., 194; Newman 
v. Alvord, 51 N. Y., 189, 10 Am. Rep., 588. But, as has been 
intimated, relief in such cases really rests upon the deceit or 
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fraud which the later comer into the business field is practicing 
upon the earlier comer and upon the public. Like all other kinds 
of fraud and deceit, this is not presumed but must be pleaded and 
shown. Since plaintiff had no exclusive property right by way of 
trade-mark in the use of the name, it follows that the mere sim- 
ilarity of names does not establish the fraud. It must be such a 
mis-use of the name by advertising and soliciting as amounts to 
fraud, and without this proof no relief may be granted, for, as 
is said by the supreme court of the United States in Canal Co. v. 
Clark, 13 Wall, 311, 20 L. Ed., 581: “True it may be that the 
use by a second producer, in describing truthfully his product, 
of a name or a combination of words already in use by another, 
may have the effect of causing the public to mistake as to the 
origin or ownership of the product; but if it is just as true in 
its application to his goods as it is to those of another who first 
applied it and who, therefore, claims an exclusive right to use 
it, there is no legal or moral wrong done. Purchasers may be 
mistaken, but they are not deceived by false representations, and 
equity will not enjoin against telling the truth.” The findings ab- 
solutely fail to show such fraud, imposition, or deceit. Since the 
use by the defendants of the similar name which they have 
selected is not forbidden by law, the use of it, even for con- 
spicuous advertising so long as the advertisements aré true, is 
not a violation of any of plaintiff’s rights. The fact that con- 
fusion to the business of the plaintiff has resulted from acts not 
in themselves illegitimate of itself affords no ground for relief. 

It follows herefrom that the judgment must be reversed and 
the cause remanded, and it is so ordered accordingly. 


We concur: MEtvrn, J.; Lorican, J. 


[We do not regard the denial of relief in this case as justified by 
the facts. Compare the following decisions: Rosenberg, et al. v. Fre- 
mont Undertaking Company, Reporter, Vol. 1, p. 250; Dyment v. Lewis, 
123 Northwestern Rep., 244; Eastern Outfitting Co. v. Manheim, 110 Pac. 
Rep., 23; Travelers Ins. Co. v. Travelers Insurance Machine Co., Reporter, 
Vol. 1, p. 236.] 
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COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
Tue Hump HarrpiIn Company v. THE De Lonc Hook ANpbD 
Eve CoMPANY. F 
(190 O. G., 1032.) 


January 6, 1913. 





1. Goops OF THE SAME DESCRIPTIVE PROPERTIES—OPINIONS OF WITNESSES. 
While witnesses familiar with the articles of merchandise may give 

evidence of facts within their knowledge of the construction and uses 

of said articles, from which conclusions may be deduced, their opinions 

or conclusions are not entitled to any particular weight. 

Goops OF THE SAME DESCRIPTIVE PROPERTIES—PATENT OFFICE CLASSI- 

FICATION, 

The fact that two articles are included in one of the classes 
established under the act of May 4, 1906, does not of itself make these 
articles of the same descriptive properties. 

3. Goops oF SAME Descriptive Propertigs—Harr-Pins AND Hooks AND 

EyEs. 

Hair-pins and hooks and eyes are not goods of the same descrip- 
tive properties. There could be no confusion in the minds of pur- 
chasers of hair-pins and hooks and eyes, respectively, because one 
could not possibly be used for the purpose to which the other is 
applied. 

4. Property RigHT—AcQuIRED ONLY By USE. 
Property in a trade-mark is acquired not by the invention or dis- 
- covery of a word or symbol or by advertising, but only by attaching 
or afhxing it to the articles or merchandise for which it is intended to 
be used as a trade-mark. 
5. OppostTioN—-STATUTORY Usk By APPLICANT. 

Where an opposer fails to show any interest in the registration of 
a trade-mark which is not common to the general public, he can not 
raise the question whether the applicant has established a statutory use 
of the mark. 


to 





Mr. John M. Coit, for the appellant. 
Mr. C. N. Anderson and Mr. C. E. Rushmore, for the 
appellee. 





SHEPARD, C. J.—Appeal from the decision of the commis- 
sioner of patents sustaining an opposition to the registration of 
a trade-mark. 


The Hump Hairpin Company appked for the registration 
of a trade-mark for hair-pins consisting of the words “The 
Hump” over the representation of a camel with a conspicuous 
hump showing between the prongs of a hair-pin carried on the 
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camel’s back, as he traverses a desert, with the rays of a rising, 
or setting, sun in the background. 

The application was allowed and ordered for publication; 
following which the De Long Hook and Eye Company filed an 
opposition. We adopt the statement of the grounds of opposition 
made by the examiner of interferences, as follows: 


The grounds are, in effect, that opposer and its predecessors in busi- 
ness have used the word “Hump” as a trade-mark for hooks and eyes 
continuously since the year 1891; that since December, 1907, opposer has 
used the words “DeLong Co.” interchangeably with the word “Hump” 
as a trade-mark for hooks and eyes that opposer has manufactured and 
sold large quantities of hair-pins of a form styled “Cupid” since 1894; 
that by reason of the long-continued association of the trade-mark 
“Hump” in the market with the products of opposer and its predecessors 
and by reason of extensive advertisement, the same has become very 
widely known and valuable to the opposer, and the goods bearing this 
mark have become familiar to the purchasing public as the products of 
opposer; that hooks and eyes and hair-pins belong to the same class 
of goods; and that opposer would be greatly damaged by the registration 
of the mark for hair-pins for which application has been made. 


De Long Hook and Eye Company and its predecessors 
owned the patent—since expired—for the hook and eye with a 
spring-bend resembling a hump, and used the word “Hump” as 
a trade-mark for said hooks and eyes long prior to any date 
claimed for said word, as a trade-mark by the Hump Hairpin 
Company, and its predecessors. The De Long Hook and Eye 
Company also began the manufacture of hair-pins calling the 
same “Cupid” and affixing that name to the packages. These pins 
did not have a hump in the same way as the hook and eye, but 
had a crimp or twist in each prong. It is true also that the De 
Long Co. widely advertised the hump hook and eye, and all of 
their productions, with such words as “See that Hump,” and 
the like. They also advertised their hair-pins as made by the 
manufacturers of the Hump hook and eye. It also manufactured 
and sold other forms of hooks and eyes under different names, 
“Atlas,” “Columbia,” ete. 


In the view that we have taken of the case it is not necessary 
to consider the effect of the expiration of the hook and eye pat- 


ent upon the use of “Hump,” or “See that Hump,” as trade- 
marks for hooks and eyes; which mark, it appears, had been 
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registered for hooks and eyes by the De Long Co. under former 
laws, and registered under the present law, in 1905 and 1906. 

The question on which the case turns, in our opinion, is 
whether hooks and eyes and hair-pins are of the same “descriptive 
properties.” (See sec. 7, Trade-Mark Act.) 

Expert testimony, so-called, was taken by each party on this 
issue. From this it appears that hooks and eyes and hair-pins are 
generally exposed for sale in notion departments along with 
many other articles of notions unlike in material arid uses. Stress 
is laid by the De Long Co.’s witnesses upon the fact that both 
articles are made of wire, are sold as notions, and are used as 
fastenings. Opposing witnesses note the many essentially dif- 
ferent articles classed as notions, some of which are made of wire, 
as are hair-pins and hooks and eyes, and say that hooks and eyes 
as well as studs, buttons, buckles, etc., used for cloth-fastenings 
are dressmakers’ findings; while hair-pins, used for fastening 
the hair, are hair-dressers’ findings. 

While witnesses familiar with the articles of merchandise 
may give evidence of facts within their knowledge of the con- 
struction and uses of said articles, from which conclusions may 
be deduced, it is not perceived that their opinions or conclusions 
are entitled to any particular weight. For this reason, as weil 
as because of the direct conflict between them, we attach no 
weight to the evidence. 

The question has been before this court in several cases. In 
Phoenix Paint & Varnish Co. v. Lewis & Bros. Co., (32 App. 
D. C., 285-287) it was said that the goods need not be identical, 
but it is sufficient 1f there be a sameness in their general and 
essential characteristics. That case involved the use of the same 
trade-mark upon packages of mixed paints by one party, and 
upon packages of paste paints by the other. These were hel 
to be of the same descriptive properties. To the same effect: 
Walter Baker Co. v. Harrison, (32 App. D. C., 272;) American 
Stove Co. v. Detroit Stove Works, (31 App. D. C., 304-306). In 
a later case one party used the figure of a Dutchman as a trade- 
mark upon packages of calcimine; the other a figure of a Dutch 


boy upon packages of white lead. Without deciding whether 
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the marks so nearly resembled each other as to be likely to pro- 
duce confusion in trade, if applied to the same articles, the court 
said: 


The real question is whether the use of the figure of a Dutch boy 

| é ) 
on one package, and that of a Dutchman on the other is calculated to 
mislead an ordinary person seeking to buy white lead, into buying a 
package of calcimine. Bearing in mind the essential differences between 
the two articles, we think it impossible that such should be the case. The 
purchaser has some definite use in view, and must know whether he wants 
white lead to compound into paint, or for other purposes, or whether he 
wants calcimine. He does not call for the Dutch boy or the Dutchman 
package, but may probably call for the Dutch boy brand of white lead, 
or the Dutchman brand of calcimine. He may even call for the Dutch 
white lead, or Dutch calcimine, but he knows whether he wants white 
lead or calcimine, and, unless mentally defective, an unprincipled salesman 
could not induce him to take one for the other. (Muralo Co. v. National 
Lead Co., 36 App. D. C., 541-543. See also Johnson Educator Food Co. 
v. Sylvanus Smith & Co. 37 App. D. C., 107.) 

The language quoted above is, if anything, more directly ap- 
plicable to the conditions of the instant case. There could be no 
confusion in the minds of purchasers of hair-pins and hooks and 
eves, respectively, because one could not possibly be used for the 
purposes to which the other is applied. Tested by the rule 
enounced in the cases cited, the two articles have not the same 
descriptive properties because their general and essential char- 
acteristics are not the same. 

It is further contended that the articles must be taken to be 
of the same descriptive properties because they are included in 
the same class in the patent office. By authority of the amend- 
ment to the trade-mark laws, approved May 4, 1906, the com- 
missioner made certain classifications of merchandise for the 
purpose of registering trade-marks. Hooks and eyes and hair- 
pins were first included in Class 13—*Metal manufacturers, not 
otherwise classified.”” By amendment, in force at the time of the 
pending application, they are embraced in Class 40—‘Fancy 
goods, furnishings, and notions”—of Group 6—“Dry goods and 
clothing.” 

Including an article in a comprehensive class does not, of 
itself, make it of the same descriptive properties of another in- 
cluded in the same class. Section 2 of the act referred to does 


not contemplate any such minute classification. Contemplating 
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that there would be some common ground suggesting the classi- 
fication of articles under comprehensive heads, it permits the 
registration of a trade-mark for any and all goods within the 
class, upon which the trade-mark has actually been used, pro- 
vided the particular description of goods be stated. The De Long 
Hook and Eye Company had registered the mark originally for 
hooks and eyes, and in renewing the registration, under the 
existing law, it was still so limited. Moreover, it could not have 
extended its registration to hair-pins for it had not, in fact, used 
it as a trade-mark therefor. As we have seen, the actual mark 
affixed to its twisted or crimped pin was “Cupid.” Property in 
a trade-mark—without which there can be no legal registration— 
is acquired, not by the invention or discovery of a word or 
symbol, or by advertisement, but only by attaching or afhxing 
it to the articles of merchandise for which it is intended to be 
used as a trade-mark. Nothing short of the latter constitutes 
a trade-mark use. (Battle Creek Sanitarium Co. v. Fuller, 30 
App. D. C., 411-416; Jl. Match Co. v. Broomall, 34 App. D. C., 
427-429). As the De Long Hook and Eye Company has shown 
no property right in the word “Hump” as a trade-mark for hair- 
pins either by actual use of the goods, or by its use of the same on 
hooks and eyes only, it has no foundation for the opposition to its 
registration by the Hump Hairpin Company, for it can sustain 
no legal injury or damage thereby. (Mcllhenny’s Son v. New 
Iberia Ex. of T. P. Co., 30 App D. C., 337-339; Battle Creek 
Sanitarium Co. v. Fuller, 30 App. D. C., 411-415.) As said 
in the case last cited: 





It is not sufficient for the opponent to say that he believes he would 
be damaged. He must allege some fact showing an interest in the subject- 
matter, from which damage might be inferred. If he has not used the 
mark as a trade-mark upon goods of a like description, he can suffer 
no damage from its registration by another. 

The opponent also challenges the sufficiency of the evidence 
of the Hump Hairpin Company to show its actual use of the 
mark as a trade-mark for hair-pins in commerce among the 
states, or with foreign nations. This is a question which the 
opponent can not raise, having shown no interest that is not com- 
mon to the general public. The commissioner of patents repre- 
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sents the public interest in trade-mark applications as he does in 
applications for patents. If satisfied with the showing made by 
an applicant, he passes it for publication, and no opposition can 
be entertained thereto save by one who can show an interest 
in the subject-matter entitling him to claim that he would be 
damaged by the registration of the trade-mark by another person. 
(Battle Creek Sanitarium Co. v. Fuller, 30 App. D. C., 411-415.) 

It may be remarked, however, that the testimony of the wit- 
ness Goldberg—the representative of the Hump Hairpin Com- 
pany—is subject to criticism; and that it is, to say the least, 
doubtful whether there had been the actual trade-mark used by 
the said company that is the condition of registration. But we re- 
frain from expressing any opinion on that point because, as 
pointed out above, it is not before us on this appeal. The ques- 
tion is one solely for the consideration and determination of the 
commissioner. 

For the reasons given, the decision sustaining the opposi- 
tion to registration will be reversed; and this decision ordered to 
be certified to the commissioner of patents. 


G. & J. TrrE Company v. G. J. G. Motor Car CoMPany. 


(190 O. G., 550.) 
January 6, I913. 


1. OPPOSITION—JUDGMENT ON THE RECORD—APPEAL. 

Where the examiner of interferences overruled a demurrer to a 
notice of opposition and, the applicant not having filed any further 
pleading, rendered a judgment sustaining the opposition, from this 
judgment appeal lies to the commissioner of patents. 

SIMILARITY—No ConFrusioN UN LEss Goops ARE OF SAME DESCRIPTIVE 

PROPERTIES. 

Before it can be held that the similarity of the marks will cause 
confusion in trade, it must appear that the marks are to be applied to 
goods of the same general class and of the same descriptive properties. 
3. Goops oF SAME DescriPTIVE PropERTIES—RuBBER TIRES AND AUTOMO- 

BILES. 
Rubber tires and automobiles do not constitute goods of the same 
descriptive properties, within the meaning of the trade-mark law. 


to 


Mr. E. W. Vaill, Jr., for the appellant. 
Mr. C. Hugh Duffy, for the appellee. 
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VAN OrsDEL, J.—Appellant, G. & J. Tire Company, appeals 
from the decision of the commissioner of patents dismissing its 
opposition to the registration by appellee, G. J. G. Motor Car 
Company, of the trade-mark “G. J. G.,” inclosed in a triangular 
border, to be used on automobiles. 

The material parts of the amended notice of opposition are 
as follows: 


1. The G. & J. Tire Company has adopted and used in its business 
continuously since October Ist, 1903, a trade-mark for rubber tires, which 
consists of the letters and symbols “G & J” inclosed in a triangular bor- 
der having certain features of ornamentation. ' 

2. Said trade-mark is used in the business of said G. & J. Tire Com 
pany upon rubber or elastic vehicle-tires. 

That said vehicle-tires, having said mark applied thereto, have 
been sold in intrastate and interstate commerce continuously since said 
adoption of said trade-mark up to the present time. 

4. The trade-mark sought to be registered by the applicant, G. J. G. 
Motor Car Company, is so similar to the trade-mark of the said G. & J. 
Tire Company as to cause confusion in trade and damage to said G. & J. 
Tire Company. 

Appellee demurred to the notice, which demurrer was over- 
ruled by the examiner, and time given appellee to answer. No 
answer was filed within the time, and the examiner gave notice 
that judgment would be rendered sustaining the motion of opposi- 
tion on a fixed date, unless for good and sufficient cause shown. 
Within the time named, appellee filed a motion to dismiss the 
notice of opposition on the ground of insufficiency. The ex- 
aminer denied the motion, and rendered judgment sustaining 
the opposition and denying the right of appellee to register its 
mark. It was insisted before the commissioner that the judg- 
ment being rendered pro confesso, appeal could not be taken 
from the decision of the examiner. The commissioner held, how- 
ever, that the case was properly before him, and his ruling as- 
suming jurisdiction of the appeal is challenged here. We think 
appeal lay from the decision of the examiner to the 
commissioner upon a single question of the sufficiency of 
the notice of opposition. A decree pro confesso rendered 
an equity proceeding in the Federal courts is final, but it is ap- 


pealable upon the single question of the sufficiency of the aver- 
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ments of the bill to support the decree. (Masterson v. Howard, 
18 Wall., 99.) The refusal of appellee to answer or further 
plead was equivalent to standing upon its demurrer and permit- 
ting judgment to be entered against it, from which section 8 
of the Trade-Mark Act provides a right of appeal to the com- 
missioner. 

The opposition is based chiefly upon the probability of the 
use of the marks creating confusion in trade. Before it can be 
held that the similarity of the marks will cause confusion in 
trade, it must appear that the marks are to be applied to goods 
of the same general class and of the same descriptive properties. 
Unless this be true, the mere similarity of the marks becomes 
immaterial. The law places no inhibition upon the use of the 
same mark by different persons, so long as the goods to which it 
is applied are so distinctive in class and quality as to forbid the 
probability of confusion in trade. 

While rubber tires are used on automobiles, they belong to 
an entirely different classification from vehicles. The produc- 
tion of rubber tires is as foreign to the construction of vehicles 
as is the production of any of the other elements entering into 
their construction. In fact, rubber tires are not essential to 
vehicle construction. Even automobiles are operated with tires 
composed of other materials. In Phoenix P. & V. Co. v. John T. 
Lewis & Bros. (32 App. D. C., 285), Mr. Justice Robb, speaking 
for the court, said: 


We think two trade-marks may be said to be appropriated to mer- 
chandise of the same descriptive properties, in the sense meant by the 
statute, when the general and essential characteristics of the goods are 
the same. The rule that the goods must be identical would defeat the 
purpose of the statute and destroy the value of trade-marks. The test 
is whether there is such a sameness in the distinguishing characteristics 
of the goods as to be likely to mislead the general public. If there is, 
only one mark should be registered. 


Applying this test to the case before us, the characteristics 
of the goods to which the marks are applied are essentially 
different. The rubber tire is an independent article of commerce, 
the contention .of the opposer would be to give it a monopoly in 
its mark which would dominate every article of commerce to 
and may be, or may not be, applied to an automobile. To grant 
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which a rubber tire is applied. No evidence was taken in this 
case; hence it does not appear that any confusion has arisen 
from the use of the respective marks, and we confidently as- 
sume that no such showing could be made. 

The decision of the commissioner of patents is affirmed, and 
the clerk is directed to certify these proceedings in accordance 
with law. 


COMMISSIONER OF PATENTS 
Ex Parre, Low. 


(190 O. G., 549.) 


April 4, 1913. 






, DECLARATION—MUsT BE IN ENGLISH. : 

In printing certificates of trade-marks the declaration and sub 
scribing clause are included, and it is obvious that both should be, as 
required by the rules, in the English language. 

2. OATH BEFORE NOTARY—AUTHORITY Must BE DirecTLY CERTIFIED TO. 

Where an oath is taken before a notary public in a foreign country, 

such notary’s authority must be directly proved by a certificate of a 
diplomatic or consular officer. 


Mr. Henri van Oldenneel, for the applicant. 





TENNANT, Assistant Commissioner.—This is a petition from 
the action of the examiner of trade-marks requiring a new decla- 
ration. 

The examiner objects to the declaration on file on the ground 
that it is not written entirely in the English language, that it is 
written on both sides of the paper, and that the authority of 
the notary was not certified to directly by a United States consul. 


Section 2 of the Trade-Mark Act provides that an application 
such as specified in section 1 of that act in order to create any 
right whatever in favor of the party filing it must be accom- 
panied by a written declaration, verified by the applicant or by 
a member of the firm or an officer of the corporation or associa- 
tion applying. The same section further provides that where 
the applicant resides in a foreign country the certification may be 
made before any minister, chargé d'affaires, consul, or commercial 
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agent of the United States or before any notary public, judge, or 
magistrate having an official seal and authorized to administer 
oaths in a foreign country, whose authority shall be proved by a 
certificate of a diplomatic or consular officer of the United States. 


In the present case the declaration is signed by Fannie Low, 
who states that she is a member of the firm applying for regis- 
tration. On the back of the declaration there is a certificate in 
German, signed by a notary, and a series of certifications as to 
the authenticity of the next preceding signature, the last signature 
and the seal of the I. and R. Ministry for Foreign Affairs of Aus- 
tria-Hungary being certified as genuine by the United States vice 
and deputy consul-general. 


In printing certificates of trade-marks the declaration and 
the subscribing clause are included. It is obvious that this decla- 
ration and subscribing clause should be, as required by the rules, 
in the English language. As pointed out in ex parte Rose, (180 
O. G., 322,) the purpose of the statute was to require that the 
authority of a notary public be approved directly by a certificate 


of a diplomatic or consular officer. Furthermore, the certification 
that the signature of the notary is genuine is not such a certifica- 
tion as required by the Trade-Mark Act—namely, a certification 
that the notary has authority to administer oaths. According to 
the official translator of this office the certificate of the notary 
in this case does not state that Fannie Léw has sworn to this 
declaration, but merely that it was signed by her in the presence 
of the notary. 


A new declaration was therefore properly required. Whether 
the mere fact that the certifications were placed on the back of the 
declaration would be sufficient to justify requiring a new declara- 
tion if the declaration were otherwise in proper form need not 
be decided. It may, however be stated that the better practice 
and the one which is almost uniformly followed is to place the 
certifications at the foot of the affidavit where there is sufficient 
room for that purpose and when there is not to attach a paper 
bearing the certifications to the margin of the face of the affidavit. 

The petition is denied. 
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EX PARTE, ONEIDA CoMMUNITY, LIMITED 
(190 O. G., 1027.) 
April 17, 1913. 


. TRADE-MARKS—PATENTED CONSTRUCTION—NOT REGISTRABLE. 

A trade-mark for spoons described as “the raised substantially cir- 
cular or O-shaped film having distinct edges, appearing on the back 
of the spoon bowl” is properly refused registration, where a spoon 
having a piece of pure silver placed thereon is shown in patents granted 
prior to applicant’s alleged date of use. 

. PATENTED CONSTRUCTION—CAN Not BE MONOPOLIZD BY A REGISTRATION. 

When a patent showing a certain construction expires, the public 
has a right to manufacture articles in accordance therewith, and that 
right can not be taken away under the guise of a registration of a 
trade-mark. 


to 


Messrs. Duncan & Duncan, for the applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the examiner of trade-marks refusing to register as a trade- 
mark for spoons a mark which is described as— 


the raised substantially circular or O-shaped film having distinct edges, 
appearing on the back of the spoon bowl. 


The refusal is based on the ground that the mark is not a 
distinct mark of origin and ownership. 

Three patents have been cited—namely, Blackman, No. 70,- 
156, October 26, 1867; Warner, No. 309,013, December 9, 1884; 
Warner, No. 337,099, March 2, 1886—as showing it to be com- 
mon to place a film of metal on the back of the bowl of a spoon 
in the manner shown in applicant’s drawing. 

It is contended on behalf of applicant that these patents do 
not show any mark on the back of the spoon for the reason that 
the piece of pure silver is placed on the spoon prior to the time 
that the spoon is plated and that after said plating the back of 
the spoon presents ‘a uniform appearance. 

The patent to Warner, however, shows a piece of silver 
fastened to the outside of the spoon, and it is believed that it 
would clearly show on the back thereof. The rejection is not, 
as contended by applicant, a holding of non-patentability, but is 
based on the ground that when the Blackman patent expired the 
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public had a right to manufacture spoons in accordance therewith 
and that that right can not be taken away from it under the 
guise of the registration of a trade-mark. 

In the decision of the court of appeals of the district of 
Columbia in Herz v. Lowenstein (decided April 7, 1913) the 
court in holding that a trade-mark for toothpicks consisting of 
two short parallel lines of corrugations connected by a relatively 
long line of corrugations embossed on paper tubes in which the 
toothpicks are enclosed did not constitute a valid trade-mark, 
where it appeared that these marks were formed on the tubes 


in the act of sealing these tubes by pressure, without the use of 
paste, said: 


If this method of making wrappers is not anticipated and serves a 
useful purpose, it could be patented as an invention and others prevented 
for a limited time from using it. A trade-mark registration, however, 
would give appellant a perpetual monopoly. The Trade-Mark Act can not 
be used as an avenue to escape the limitation of the patent law. 


This ruling is believed to be clearly applicable to the present 
case. 

The examiner in his statement said: 

It may be true that this applicant has presented a more artistic spoon 


and a more pleasing character of film, but this is merely due to the de- 
velopment of the art. 


At the hearing it was contended that applicant had not pre- 
sented a more artistic spoon, since, as a matter of fact, the silver 
trade regarded this oval disk as detracting from the appearance 
of the spoon. It is to be noted, however, that an application for 
a design for this identical article was filed by the same person who 
signed the present application as vice-president of the applicant 
company. 

The decision of the examiner of trade-marks is affirmed. 


IMPERIAL SOAP AND Ort Co. v. BRANDLY. 
(191 O. G., 201.) 
April 30, 1973. 
INTERFERENCE—PRIMA Facte SHOWING OF ABANDONMENT—REBUTTING 


AFFIDAVITS. : , 
Where in an interference involving an applicant and a registrant 
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the applicant filed letters from the registrant stating that he did not 
make goods specified in the registration bearing a certain name which 
is shown in his registration and that he did not handle the goods speci- 
fied, a sufficient showing of abandonment had been made out to justify 
a requirement that the registrant present affidavits overcoming such 
showing, before the case be set down for the taking of testimony. 


iegge Robb & Robb, for Imperial Soap and Oil Co. 
1r. Thos. D. Stetson, for Brandly. 


sabi Commissioner.—This is a petition by the Imperial 
Soap and Oil Co. for the exercise of the commissioner’s super- 
visory authority, to reverse a decision of the examiner of trade- 
marks, wherein he refused to require the registrant, Brandly, 
to submit sworn evidence of present use of the mark covered in 
his registration involved in the interference. 

Prior to bringing the motion for this purpose before the 
examiner of interferences it appears that the petitioner corres- 
ponded with Brandly, with a view to ascertaining whether he was 
actually using the mark on which the registration had been 
granted. In reply to his inquiries it appears that he was in- 
formed by Brandly, first, in response to a request for quota- 
tions on “Aladdin’s Soap,” that he did not make soap bearing 
that name, and, second, when asked whether he was making 
soap of the “White Owl” brand, that he was not and did not 
handle soap. The letters are in the record, and the motion was 
accompanied by an affidavit on behalf of the Imperial Soap and 
Oil Co. setting forth the facts. 

I am clearly of the opinion that this case is controlled by the 
practice recognized in The Oso Remedy Co. v. Carnrick & Co. 
Ltd., (146 O. G., 959.) The examiner of interferences was 
wrong in not requiring the registrant to present affidavits over- 
coming the prima facie case of abandonment made out against 
him before setting the case down for the taking of testimony. It 
would be of little avail to ask the registrant in such a case as 
this whether he was using the mark shown in his registration or 
owned or controlled it, since this would call largely for conclu- 
sions of law rather than facts and would doubtless almost uni- 
formly elicit an affirmative answer, due, often, to ignorance of 
trade-mark law. 

The petition is granted. 
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Ex PARTE, HENry THAYER & CoMPANY. 


(191 O. G., 293.) 
April II, 1913. 


I. SURNAME—NOT REGISTRABLE—“MARK.” 
The word “Mark” is properly refused registration on the ground 
that it is a mere surname. 
. “Mark”—Pustic Property. 
The word “Mark” is properly refused registration on the ground 
that any one has a right to use this word on his goods in connection 
with the word “Trade” and that this word is therefore public property. 


tbo 


Messrs. Macleod, Calver, Copeland & Dike, for the applicant. 


TENNANT, Assistant Commissioner.—This is an appeal from 
a decision of the examiner of trade-marks refusing registration of 
the word “Mark” as an ordinary surname and also upon the 
ground that the applicant has not the exclusive right to the use 
of the word “Mark,” in that this term is analogous to the word 
“Copyright,” which was refused registration in the case of ex 
parte, The Blish Milling Co., (165 O. G., 241). 

The examiner states that— 


it is common to refer to an arbitrary mark of origin or ownership as a 
mark and not to use the technical term “trade-mark” as applying to this 
“substitute for one’s signature.” This word “Mark” is therefore a word 
which the public generally has the right to use and by its use to designate 
an important instrumentality of commerce. To grant this applicant ex- 
clusive right to it would unduly restrict the rights of the public. 

In my opinion, the conclusion of the examiner of trade- 
marks is well founded. The word “Mark” as used upon the 
specimens furnished by applicant, in which it appears as “Mark 
Medicines,” would, in my opinion, lead the ordinary purchaser 
to believe that the medicines were prepared by an individual of 
the name of Mark and that the same was therefor merely used 
as a surname. 


The examiner’s second objection is also, in my opinion, well 
founded. It is customary in the trade for parties using arbi- 
trary symbols as trade-marks to indicate that such is their trade- 
mark by the use in connection therewith of the words “Trade- 
Mark,” the word “Trade” being placed at one side and the word 
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“Mark” at the other side of the mark—as, for example, the 
manner in which these words are used by this appellant in con- 
nection with the shield displayed in the specimens filed in this 
case—or with the word “Trade” superposed over the arbitrary 
feature and the word “Mark” beneath it. The term “Mark” is 
used in the statute to designate features which have been used 
to identify goods in commerce with foreign nations and Indian 
tribes, although such marks do not constitute strictly technical 
trade-marks. The section to which reference is made is the ten- 
year proviso of section 5, which provides— 


* * * that nothing herein shall prevent the registration of any mark 
used by the applicant or his predecessors, or by these from whom title to 
the mark is derived, in commerce with foreign nations or among the 
several states, or with Indian tribes, which was in actual and exclusive 
use as.a trade-mark of the applicant or his predecessors from whom he 
derived title for ten years next preceding February twentieth, nineteen 
hundred and five: [Italics mine.] 


Also in section 29 it stated: 


* *« * The term “trade-mark” includes any mark which is entitled to 
registration under the terms of this act, and whether registered or not, 
and a trade-mark shall be deemed to be “affixed” to an article when it is 
placed in any manner in or upon either the article itself or the receptacle 
or package or upon the envelop or other thing in, by, or with which the 
goods are packed or inclosed or otherwise prepared for sale or dis- 
tribution. [Italics mine.] 


It is obvious that this appellant has no right to the use of 
the word “Mark” on labels affixed to packages containing mer- 
chandise sold by him to the exclusion of others, and it would be 
improper to recognize and affirm by the registration of the word 
“Mark” the right of this appellant to prevent others from using 
the term in the manner in which it is customarily used to direct 
attention to their trade-marks. 


I am therefore of the opinion that this appellant has no 
right to the exclusive use of the word “Mark” in connection with 
merchandise used in commerce with foreign nations or among 
the several states or with Indian tribes for reasons similar to 
those set forth in the decision of ex parte, The Blish Milling Co., 
supra. 


The decision of the examiner of trade-marks is affirmed. 
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EX PARTE, DE WITT WIRE CLOTH COMPANY 
Ex parte, De Wirt Wire CLotH Company. 


(190 O. G., 547.) 
April 17, 1913. 


REGISTRABLE MARKS—COLORED FIBER Core FOR WIRE Rope. 

A trade-mark for wire rope described as “a fiber core in the 
wire rope, which core is colored purple,” is not registrable where it 
appears that it was old to use cores for such ropes made of asbestos, 
of fiber soaked in tar, and of tarred hemp or Manila rope. 


Messrs. Browne & Phelps, for the applicant. 


Moore, Commissioner.—This is an appeal from the decision 
of the examiner of trade-marks refusing to register a mark for 
wire rope having a fiber core, which mark is described as— 


a fiber core in the wire rope, which core is colored purple. 


The examiner rejected this mark on the ground that it did 
not constitute proper trade-mark subject-matter, being merely an 
ingenious attempt to obtain a trade-mark in color disconnected 
with any symbol or design, and on the ground that as it was an 
inherent right of any manufacturer of wire rope to interiorly 
mark these goods, applicant had no right to claim the exclusive 
right to such mark. In the statement on appeal reference was 
made to three patents showing wire rope having a fiber core. 

Under the decision of the court of appeals of the district of 
Columbia in A. Leschen & Sons Rope Co. v. American Steel & 
Wire Company of New Jersey (164 O. G., 978; 36 App. D. C., 
450), a trade-mark for a fiber core colored purple would give 
applicant the prima facie right to exclude any one from using 
a rope having a fiber core of any other color. 

The patents to Tilghman, Gore, and Tangring, all of which ° 
were granted before applicant’s claimed date of use, show wire 
ropes having fiber cores. In the patent to Tilghman this core is 
made of asbestos; in the patent to Gore it is made of fiber 
soaked in tar or some other lubricant, and in the patent to Tang- 
ring it is made of tarred hemp or Manila rope. Upon the ex- 
piration of these patents, the public will undoubtedly have the 
right to make rope in accordance with the disclosures therein. 
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These ropes have a color which, it is true, is different from that 
said to be used by applicant; but, as pointed out above, the 
registration of this mark would give applicant a prima facie right 
to stop any other person from using a rope having a colored 
fiber core. For this reason the mark is believed to have been 
properly refused. 

Furthermore, as the fiber core appears to be a structural 
feature of the wire rope, applicant’s mark resides in color alone 
and is therefore not registrable. (Ex parte, Landreth, 31 O. G., 
1441; A. Leschen & Sons Rope Company v. Broderick & Bascom 
Rope Co., 201 U. S., 166; Newcomer & Lewis v. Scriven, 168 
Fed. Rep., 621.) 


The decision of the examiner of trade-marks is affirmed. 


EX PARTE, OAKFORD AND FAHNSTOCK. 


(190 O. G., 793.) 
May 6, 1913 


TRADE-MARK—AMENDMENT AFTER ADVERSE DECISION IN INTERFERENCE 

OR OPPOSITION. 

Where, after an adverse decision in an interference or opposition, 
applicant files an amendment to elminate the subject-matter involved 
in such proceeding, the examiner should enter the amendment, and 
if he is of the opinion that it does not eliminate the matter in contro- 
versy he should refuse registration. When such action is made final, 
appeal will lie to the commissioner. 

Messrs. Taylor & Hulse and Messrs. Steuart & Steuart for 


the applicant. 


BILLINGs, First Assistant Commissioner.—This is a petition 
that the examiner of trade-marks be directed to enter an amend- 
ment filed on February 28, 1913, and pass the case to issue. 


The record shows that this application was involved in 
interference No. 33,568 with a registered trade-mark of F. B. 
Chamberlain Company, No. 78,038, in which the issue con- 
sisted of “the marks claimed for rolled oats and oatmeal,” and 
that the decision in said interference was adverse to applicant. 
Following the termination of the interference, petitioner, on 
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February 28, 1913, filed the above mentioned amendment, can- 
celling the words “rolled oats” from his particular description 
of goods. The examiner refused to enter the amendment on the 
ground that certain other articles among the large number men- 
tioned in applicant’s statement of the goods upon which he uses 
the mark are of the same descriptive properties as rolled oats, 
and he advised applicant that his remedy was by way of petition 
to the commissioner. The action of the examiner from which 
petition is taken reads as follows: 


The proposed amendment filed March 1, 1913, has not been entered 
for the reason that if it were entered by erasing the item “rolled oats,” 
the goods remaining in this application would not be clearly different from 
the trade-mark right involved in interference No. 33,568. Among the 
goods remaining, for instance, are wheat farina and tapioca. The atten- 
tion of the applicant is called to the recent decision of the court of appeals 
in the case of Boston Wine & Spirits Co., not yet published. Further 
prosecution of this application by way of amendment should be by way 
ef petition to the commissioner rather than by argument. 


The practice which seems to prevail under the above-men- 
tioned circumstances of refusing to enter the amendment and 
requiring applicant to petition from such refusal is not based 
upon the rules, and no good reason for it seems to exist. Trade- 
mark Rule 46 provides that— 


the practice in trade-mark interferences will follow, as nearly as prac- 
ticable, the practice in interferences between applications for patents. 


When an interference involving applications for patents 
is terminated, the primary examiner advises the defeated party, 
in accordance with Rule 132, that his claims involved in the 
interference stand finally rejected. Following this notice the ap- 
plicant is permitted to amend, so as to avoid the issue of the 
interference, if possible. If his claims as amended are finally 
rejected, his remedy is by appeal. It is believed that a similar 
practice should prevail concerning applications for the registra- 
tion of trade-marks and that, when a defeated applicant in an 
interference or opposition proceeding files an amendment in an 
endeavor to eliminate the subject-matter involved in said pro- 
ceeding, the examiner should enter the amendment, and if of the 
opinion that the amendment is not sufficient and does not elimin- 
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ate the matter in controversy, he should refuse registration, 
specifying his reasons therefor. Applicant may then further 
amend his case or ask the examiner for a reconsideration of his 
action. If the examiner adheres to his position and makes his 
action final, the applicant may file an appeal to the commissioner, 
accompanied by the legal appeal fee, and from an adverse de- 
cision of the commissioner, an appeal will lie to the court of ap- 
peals of the district of Columbia. 

In the case of in re Boston Wine & Spirits Co., (189 O. G., 
524,) cited by the examiner, where an appeal was entertained by 
the court of appeals of the district of Columbia from a decision 
of the commissioner rendered upon petition under circumstances 
similar to those presented in this case, no question of the juris- 
diction of the court to entertain such an appeal was raised and the 
question was not formally considered by the court. 

Inasmuch as the question involves applicant’s right to regis- 
tration, it is believed that the better practice under the above- 
mentioned circumstances would be for the examiner to enter 


the amendment and reject the application if in his opinion the 
mark as presented by the amended application is not registrable. 
The applicant will then have a statutory right of appeal to the 
commissioner and to the court. 


The petition is granted in so far as it requests that the ex- 
aminer be directed to enter the amendment and is dismissed in 
so far as it requests that the examiner be requested to pass the 
case to issue. 


EX PARTE, CALLAHAN & SONs. 
(189 O. G., 523.) 
February 7, 1913. 


REGISTRABILITY—COMBINATION OF NON-REGISTRABLE Worpbs. 

A trade-mark consisting of the words “Callahan & Sons Columbia 
Crushed Feed,” one letter “C” being used as the initial letter of the 
words “Callahan,” “Columbia,” and “Crushed,” is not registrable, since 
each of the three words is unregistrable, being, respectively, the name 
of an individual not distinctively displayed, a geographical, and a de- 
scriptive term, and a combination of such words does not produce a 
registrable trade-mark. 
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Mr. Wm. H. Cromwell, for the applicant. 

























BILuincs, First Assistant Commissioner.—This is an appeal 
irom the action of the examiner of trade-marks refusing to reg- 
ister as a trade-mark for crushed feed a mark consisting of the 
words “Callahan & Sons Columbia Crushed Feed,” one letter 
“C” being used as the initial letter of the words “Callahan,” 
“Columbia,” and “Crushed.” 

The reasons of the appeal are general, stating, first, that 
the examiner of trade-marks erred in refusing to register the 
mark, and, second, that the refusal of the examiner of trade- 
marks to register the mark is at variance with the statutory provi- 
sions respecting registration. 

The examiner of trade-marks in his answer to the appeal 
has correctly stated the law relating to this type of marks, as 
follows: 





* * * Tt is true that a surname if distinctively displayed is regis- 
trable. This surname, under the decisions, is clearly not distinctively 
displayed. (Jn re Artesian Manufacturing Company, 166 O. G., 988.) A 
geographical term and descriptive words, even if distinctively displayed, 
are not registrable. (In re Hopkins, 128 O. G., 890; in re Crescent Type- 
writer Supply Co., 133 O. G., 231; ex parte, F. Blumenthal & Co., 130 
O. G., 2068, and H. W. Johns-Manville Company v. American Steam Pack- 
ing Company, 145 O. G., 257.) It is believed that the geographical and 
descriptive words are, however, not distinctively displayed. The ruling 
in the case of Columbia Mill Co. v. Alcorn, et al. (65 O. G., 1036), there- 
fore, applies to the word “Columbia” and the decision in the case of 
Johnson v. Brandau (139 O. G., 732) to the descriptive words “Crushed 
Feed.” The court of appeals of the District of Columbia in re Meyer 
Bros. Coffee and Spice Company (140 O. G., 756) has directly ruled that 
the combination of non-registrable words does not produce a registrable 
mark. 


The decision of the examiner of trade-marks is affirmed. 


Ex PARTE, ROTHSCHILD Bros. 


(189 O. G., 251.) 








February 24, 1913. 






TRADE-MARKS—SIMILARITY. 

A mark consisting of the figure “4” and the letter “A” spaced on 
opposite sides of a diagonal line is not so similar to a mark consisting 
ot the words “Big Four” above the figure “4,” which is written over 
the representation of a railway train emerging from a tunnel, or to a 
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. 


mark consisting of a representation of four crowns surrounding the 


figure “4” as to justify refusal to register the same. 
Messrs. Wiedershewm & Fairbanks, for the applicant. 


Moorr, Commissioner.—This is an appeal from the exam- 
iner of trade-marks refusing to register the applicant’s mark, 
which consists of the figure “4’’ and the letter “A” spaced on 
opposite sides of a diagonal line. The mark is refused registra- 
tion on the ground that it is so similar to registered marks cited 
as to be likely to cause confusion. 

The references cited are John Caldwell, No. 37,854, Febru- 
ary 25, 1902; Michael Letzelter, No. 60,719, February 19, 1907. 

The mark of Letzelter consists of the words “Big Four’ 
above the figure “4,” which is written over the representation of 
a railway train emerging from a tunnel. The mark of Caldwell 
consists of the representation of four crowns surrounding the 
figure “4,” which also bears small crowns upon its four ex- 
tremities. 

While each of the marks includes the figure “4,” I am of 
the opinion that the applicant's mark is upon the whole so distinc 
from the references that there would be no likelihood of confu- 
sion arising from their simultaneous use. The applicant’s mark 
suggests the writing of a fraction in which the denominator con- 
sists of a letter, the effect upon the eye being unique and quite 
distinct from that produced by the references cited. The figure 
“4” is not considered to be such a predominating feature in 
this mark as to lead to confusion with the marks shown in the 
registration cited. 


The decision of the examiner of trade-marks is reversed. 
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United States Trade-Mark Association 


Segeete ne.) 


Maintains the most complete bureau for the protection of 
trade-marks in this, or in any country; 


Owns the largest library of trade-mark literature in the 
United States, and one of the largest in existence; 


Furnishes the most reliable information to be had on any 
question of trade-mark protection ; 


Registers trade-marks in all countries; 
Flas proposed and passed legislation of inestimable value to 


trade-mark property, both in the United States and in foreign 
countries; 


Cooperates with attorneys in protecting their clients’ interests. 
THe Unitep States TrapDE-Mark ASSOCIATION, 
32 Nassau Street, 


New York City. 


